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IN THE 


United States Court of Appeals 

Distbict of Columbia. 


No. 9634. 


BARRON-GRAY PACKING COMPANY, Appellant, 


LAWRENCE C. KINGSLAND, Commissioner of Patents, 

Appellee. 


BRIEF FOR APPELLANT. 


JURISDICTIONAL STATEMENT. 

This is an action brought under the provisions of Sec¬ 
tion 9 of the Trade-Mark Act of 1905, 33 Stat. 727, c. 592 
(U. S. C. Title 15, Section 89), and Section 4915 of the 
Revised Statutes (U. S. C. Title 35, Section 63) by Barron- 
Gray Packing Company, in which judgment is sought that 
it is entitled to the registration of its trade-marks for 
which applications, Serial Nos. 436,956 and 436,957, were 
filed by it on December 15, 1940. 

By order of this court dated September 18, 1947, Law¬ 
rence C. Kingsland, Commissioner of Patents, was sub- 
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stituted for the original parly defendant, Casper W. Ooms, 
Commissioner of Patents, resigned. 

The defendant-appellee, Lawrence C. Kingsland, Com¬ 
missioner of Patents of t!ie United States, is sued in his 
official capacity, his official residence being in the District 
of Columbia. (Appellant’s App. 2). 

The First Assistant Commissioner of the United States 
Patent Office on December 20, 1946, refused to register 
complainant’s trademarks. Within six months of said 
refusal, and on March 12, 1947, Barron-Gray Packing Com¬ 
pany filed its complaint in the District Court of the United 
States for the District of Columbia requesting judgment 
that it was entitled to the registration of its trade-marks 
for which applications Serial Xos. 436,956 and 436,957 were 
filed by it on December 15, 1940. 

Xo appeal has been taken in respect to these applications 
to the United States Court of Customs and Patent Ap- 
peals. (Appellant’s App. 6). 

The pertinent sections of the Statutes involving juris¬ 
diction are set forth in the Supplement to this brief, pages 
19 , 20 . 


STATEMENT OF CASE. 

Barron-Gray Packing Company, having adopted and 
begun to use as sole and exclusive owner thereof two origi¬ 
nal, arbitrary and distinctive trade-marks for canned fruit 
juices, one of said trade-marks consisting of a picture of 
animated apricots toasting each other by holding aloft 
liquid-containing goblets touching each other, and the 
other consisting of a picture of animated prunes similarly 
toasting each other, (Appellant’s App. 2, 3), filed applica¬ 
tions in the United States Patent Office requesting that 
registrations therefor be issued to it. (Appellant’s App. 
3). Specimens of said marks were attached to the Bill of 
Complaint as Schedules A and B. (Appellant’s App. 7, 8). 
The Commissioner of Patents first held those trade-marks 
to be registerable by applicant and they were published in 



the Official Gazette of the United States Patent Office oil 
December 24,1940. (Appellant’s App. 3). 

Notices of opposition to registration of said marks werg 
filed by Bruce’s Juices, Inc., a corporation of Florida!, 
located at Tampa, in the State cf Florida, claiming that 
applicant’s said trade-marks were confusingly similar to 
its registered trade-mark No. 374,765 of January 23, 1940. 
(Appellant’s App. 3). Plaintiff filed its answers to sucll 
notices of opposition and thereafter such proceedings were 
had in the United States Patent Office that the First As¬ 
sistant Commissioner rendered a single decision, entitled irk 
both said oppositions, affirming a prior decision of the 
Acting Examiner of Trade-Mark Interferences, and holding 
that some likelihood of confusion might exist in the con! 
current use of Plaintiff’s said trade marks and the regisf 
tered mark of Bruce’s Juices, Inc. (Appellant’s App. 3,4)j 

Suit was brought in the District Court of the TJnited( 
States for the District of Columbia, as Civil Action 1099-47, 
by complaint filed March 12, 1947, alleging that applicant’s 
said trade-marks are not confusingly similar to said Bruce’si 
Juices registered mark, and that concurrent use of plain-) 
tiff’s said trade-marks and the registered mark are notj 
calculated to deceive or to confuse the public. (Appellant’s! 
App. 2). 

Appellee duly filed an answer asserting that plaintiff’s) 
said trade-marks, for which it had previously filed appli-l 
cations, so nearly resembled the registered mark No. 374,765 
owned by Bruce’s Juices as to be likely to cause confusion 
or mistake in the mind of the public or to deceive pur¬ 
chasers. (Appellant’s App. 11). 

Thereafter on or about May 10, 1947 appellee filed in the 
District Court a motion to dismiss the complaint because of 
the absence of Bruce’s Juices, Inc., opposer in the Patent 
Office and owner of said registered trade-mark No. 374,765, 
which party appellee claimed to be an indispensable party 
to this action. (Appellant’s App. 12). 

Hearing was had before Justice Proctor of the District 
Court of the United States for the District of Columbia; 
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briefs were filed and thereafter the motion to dismiss was 
granted, and order thereon entered July 11, 1947, dismiss¬ 
ing the complaint. (Appellant’s App. 13). Notice of 
appeal was filed by the plaintiff on July 29, 1947. (Appel¬ 
lant *s App. 13). 

Motion having been presented to this court, Lawrence C. 
Kingsland, Commissioner of Patents, was substituted for 
Casper \Y. Ooms, Commissioner of Patents, resigned. 

STATUTES INVOLVED. 

Amendment 5 of the Constitution (Supplement to Brief, 

p. 21); 

Section 737 of the Revised Statutes (Act of Mar. 3, 1911, c. 
231, Sec. 50, 36 Stat. 1101), 2S U. S. C. A., Section 111 
Supp. p. 21); 

Section 4915 of the Revised Statutes (Act of February 9, 
1893, c. 74, Sec. 9, 27 Stat. 436; Act of March 2, 1927, c. 
273, Sec. 11, 44 Stat. 1336; Act of March 2, 1929, c. 488, 
Sec. 2 (b), 45 Stat. 1476; Act of August 5, 1939, c. 451, 
Sec. 4, 53 Stat. 1212) U. S. C. A. Title 35, Sec. 63 (Supp. 

р. 19); 

Section 5 of the Trade Mark Act of 1905 (Act of February 
20, 1905, c. 592, Sec. 5, 33 Stat. 725; Act of March 2, 
1907, c. 2573, Sec. 1, 34 Stat. 1251; Act of February 18, 
1911, c. 113, 36 Stat. 918; Act of January 8, 1913, c. 7, 
37 Stat. 649; Act of March 19, 1920, c. 104, Sec. 9, 41 
Stat. 535; Act of June 7, 1924, c. 341, 43 Stat. 647) 15 
U. S. C. A. Section 85 (Supp. p. 21); 

Section 6 of the Trade Mark Act of 1905 (Act of February 
20, 1905, c. 592; Sec. 6, 33 Stat. 726; Act of March 2, 
1907, c. 2573, Sec. 2, 34 Stat. 1252) 15 U. S. C. A. Sec¬ 
tion 86 (Supp. p. 23); and 

Section 9 of the Trade Mark Act of 1905 (Act of February 
20,1905, c. 592, Sec. 9, 33 Stat. 727; Act of Mar. 2,1929, 

с. 488, Sec. 2(b), 45 Stat. 1476) 15 U. S. C. A., Section 
$9 (Supp. p. 20). 
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STATEMENT OF POINTS. 

Appellant states the following points of error in the de- ! 
cision and judgment below: 

(1) The court erred in granting appellee’s moton to dis- j 
miss and in dismissing the Bill of Complaint. 

(2) The court erred in holding that an indispensable 
party was not joined in this action. 

(3) The court erred in holding that Bruce’s Juices, Inc., 
opposer in Patent Office opposition proceedings and named 
as such in the Bill of Complaint, is an indispensable party to 
this action. 

(4) The court erred in not holding that an opposer (as 
Bruce’s Juices, Inc.) in a Patent Office opposition is not an 
indispensable party to a bill brought under Section 4915 
of the Revised Statutes by an applicant for trade-mark 
registration against the Commissioner seeking a decree 
that it is entitled to the registration of a trade-mark re¬ 
fused by him on the ground that applicant’s mark is con¬ 
fusingly similar to a registered mark. 

SUMMARY OF ARGUMENT. 

The judgment of the lower court dismissing the Bill of j 
Complaint in this case is directly contrary to a prior de¬ 
cision of this court in Tomlinson of High Point v. Coe . 74 
App. D. C. 364,123 F. (2d) 65. 

The Commissioner of Patents refused to register appel¬ 
lant’s trade-marks on the ground of confusing similarity to 
a registered trade-mark. 

The issue of confusing similarity between a mark for 
which an application to register has been filed and a regis¬ 
tered mark is an “ex parte” issue under Section 5 of the 
Trade-Mark Act. 

In an action under Section 4915 seeking a decree author¬ 
izing the Commissioner of Patents to grant registration of 
a mark denied by him as unregistrable by virtue of an ad- 
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verse decision on one of the “ex parte” issues specified in 
Section 5 of the Trade-Mark Act the Commissioner of 
Patents is an indispensable party. 

Xo action can be brought against the Commissioner of 
Patents without his consent in any jurisdiction other than 
the District of Columbia where he has his official residence. 

Xo action can be brought in the District of Columbia 
against a single adverse party not resident in the District 
by joining the Commissioner of Patents as co-defendant. 

Xon-joinder of parties outside the jurisdiction of the 
court is excused by Section 50 of the Judicial Code (28 
V. S. Ci A. 111). The Supreme Court has held, however, 
that that Section of the Code does not excuse non-joinder 
of indispensable parties because of constitutional limita¬ 
tions. 

An indispensable party is not merely one who has an 
interest, even a substantial interest, in a matter in litiga¬ 
tion, or in a question of fact or law to be decided therein, but 
one in whose absence the constitutional requirement of 
due process prevents the entry of a decree which will do 
justice between the parties before the court. 

Questions of confusing similarity between marks for 
which applications to register have been filed and registered 
marks are daily decided by the Commissioner of Patents, 
under Section 5 of the Trade-Mark Act, without notice to 
owners of the registered marks and without giving those 
owners an opportunity to be heard. 

This court has for many years exercised jurisdiction 
of actions under Sections 4915 against the Commissioner 
of Patents alone following his refusal to register an ap¬ 
plicant's mark on the ground that it was confusingly simi¬ 
lar to a registered mark. The Court of Customs and Patent 
Appeals has also for many years exercised jurisdiction to 
decide that issue on “ex parte” appeal. 

The constitutional requirement that all indispensable 
parties be served with notice or process and given an op¬ 
portunity to be heard, applies to administrative actions and 
proceedings as well as to court actions. 


If the owner of a registered mark used by the Commis-1 
sioner as a ground for refusing registration of another’s! 
mark has a constitutionally indispensable interest, all such 
“ex parte” proceedings, all such actions against the Com-| 
missioner alone, and any statute, including Sections 5 and! 
6 of the Trade-Mark Act of 1905, authorizing such proceed¬ 
ings and actions, are of doubtful constitutionality. 

Numerous decisions of this and other courts clearly 
establish the following rules: (1) an opposing party in 
patent and trade-mark proceedings is an indispensable [ 
party to an action under Section 4915 only when the ante- J 
cedent decision of the Board of Interference Examiners 
or the Commissioner of Patents is upon an issue of priority i 
between the parties, (2) the Commissioner of Patents is the 
one and only necessary and indispensable party to an j 
action under Section 4915 when the antecedent decision of 
the Board of Appeals or the Commissioner is upon an issue 
of patentability over prior patents or registrability in view ! 
of prior registrations. 

ARGUMENT. 

The sole question to be decided by this court is whether 
the opposer in a trade-mark opposition proceeding in the 
Patent Office is an indispensable party to a subsequent 
action under Section 4915 of the Revised Statutes when 
the Commissioner of Patents has denied registration of the 
applicant’s mark on the ground of confusing similarity to 
the opposer’s registered trade-mark. 

This court had that same question of law before it in the 
case of Tomlinson of High Point v. Coe (74 App. D. C. 364, 
123 F. (2d) 65). The court then held in a clear decision, 
and in unmistakable language, that a bill in equity under | 
Section 4915 lies against the Commissionr of Patents alone i 
when registration of a trade-mark has been refused bv him i 
on the ground of confusing similarity to the opposer’s | 
mark. 
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The District Court in this case chose not to follow the 
decision of this court in that Tomlinson case but assigned 
no reasons for that refusal. 

In the Tomlinson case, the Commissioner had in opposi¬ 
tion proceedings refused the plaintiff registration of its 
mark on the ground of confusing similarity to an unregis¬ 
tered mark owned by the opposer. If there be any legal 
difference, deductible from Section 5 of the Trade-Mark 
Act (Supp. p. *21) in the fact that there the opposer's 
mark was unregistered whereas here the opposer’s mark is 
registered, and therefore a matter of public record, it sup¬ 
ports appellant’s, rather than appellee’s position. Obvi¬ 
ously, in the Tomlinson case it was necessary for the Com¬ 
missioner to rely upon the opposer for proof that its mark 
was “known” and in use by it. 

Section 4915 of the Revised Statutes (Supp. p. 19), 
under which this action was brought, does not specify the 
parties defendant and makes no party indispensable except 
the applicant for a patent. 

Section 4915 is available, by reason of Section 9 of the 
Trade-Mark Act of 1905 (Supp. p. 20) to an applicant for 
trade-mark registration; to a defeated applicant in a trade¬ 
mark interference, and to the owner of a trade-mark whose 
registration has been cancelled by the Patent Office ( Ameri¬ 
can Steel Foundries v. Robertson, 262 U. S. 209; Baldunn 
Co. v. Robertson . 265 U. S. 168). 

The courts from the earliest times have recognized three 
classes of parties: 

(1) Formal parties, who are persons having some, 
though minor, interset in the subject matter of the 
controversy. 

(2) Necessary parties, who are persons having a sub¬ 
stantial interest in the controversy and who ought 
to be made parties, if their joinder would not oust the 
court of jurisdiction, in order that the court may act 
on that rule which requires it to decide on, and finally 
determine all phases of the controversy, and do 
complete justice by adjusting all the rights involved 
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in the controversy, but these parties are not indis-l 
pensable. 

(3) Persons who not only have an interest in the con¬ 
troversy, but an interest of such a nature that a final 
decree cannot by “due process” of law be made 
without either affecting that interest, or leaving the 
controversy in such a condition that its final deter¬ 
mination may be wholly inconsistent with equity and 
good conscience. 

"(Shields et al. v. Barrow, 17 Howard 130, 58 U. S. 
158, 160; Mallow et al. v. Hinde, 12 Wheaton 193; 
Oxley v. Sweetland, 94 F. (2d) 33; Ford v. Adkins, 
39 F. S. 472). 

Section 50 of the Judicial Code (28 U. S. C. A. Ill, (Supp. 
p. 21) provides that wiien there are several defendants in 
any suit at law T or in equity and one or more of them are 
not within the jurisdiction of the court in which suit is 
brought, the court may entertain jurisdiction and proceed 
with the trial and adjudication of the suit between the 
parties before it. 

This section of the Judicial Code and the like section of 
the Act of Congress of February 28, 1839 have been fre- j 
quently reviewed by the courts. They have held that that 
section gives jurisdiction to the Federal courts in the 
absence of formal and necessary parties, but cannot give 
jurisdiction in the absence of indispensable parties because 
of the constitutional requirement of “due process.” (Con¬ 
stitution, Amendment 5, (Supp. p. 21); Shields v. Barrow, 
supra; Mallow v. Ilinde, supra). 

The constitutional requirement of due process applies 
not only to the courts but to administrative proceedings 
as w^ell. ( Morgan v. U. S., 304 U. S. 1; Edison Co. v. Labor 
Board, 305 U. S. 197) 

Sections 5 and 6 of the Trade-Mark Act of 1905 (U. S. C. 
Title 15, Sections 85 and 86, Supp. pp. 21, 23) provide that 
the Commissioner of Patents shall on examination of trade¬ 
mark applications refuse registration of trade-marks 
“which so nearly resemble a registered or knowm trade- 
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mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties as to be 
likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers.” 

Under those sections of the Act the Commissioner has 
since 190.") uniformly considered “ex parte” the question 
of whether a trade-mark for which an application has 
been filed is or is not confusingly similar to a registered 
mark and without notice of any kind to the owner of the 
registered mark. Courts, including the Court of Customs 
and Patent Appeals, on appeal from the Patent Office, and 
the courts of the District of Columbia, in actions under 
Section 4913. have also uniformly and consistently con¬ 
sidered that question “ex parte” or on action brought 
against the Commissioner alone and without notice or 
service of process on the owner of the registered mark 
{Philadelphia Inquirer Co. v. Coe, 133 F. (2d) 3S5, 77 
App. D. C. 39; In re American Fork and Hoe Co., 146 F. 
(2d) 310, 32 C. C. P. A. (Patents) 771; In re West Di$in~ 
fecting Co.. 136 F. (2d) 103, 33 C. C. P. A. (Patents) 1174; 
Tomlinson of High Point v. Coe, supra). 

The contention that the issue of confusing similarity 
between a trade mark for which application has been filed 
and a registered trade-mark could not be decided in “ex 
parte” proceedings was raised before the Court of Customs 
and Patent Appeals and that court in refuting the conten¬ 
tion held that the Trade-Mark Act properly required that 
issue to be decided by the Commissioner “ex parte” (In re 
Keller, Heumann <£ Thompson Co. Inc., SI F. (2d) 399, 23 
C. C. P. A. (Patents) S37). 

If in registration proceedings the owner of a registered 
mark is a constitutionally indispensable party, Sections 5 
and 6 of the Trade-Mark Act of 1905 are unconstitutional, 
or if the Act be constitutional, yet no court can constitu¬ 
tionally exercise jurisdiction of any action in which suit is 
brought against the Commissioner of Patents alone (as it 
has been done for years) when the Commissioner of Patents 
has theretofore denied “ex parte” an application for regis- 
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tration on the ground that the mark shown in the applicaj 
tion was confusingly similar to a registered trade-mark. 

It is not everybody who has an interest in the outcome 
of a particular suit that is an indispensable party to that 
suit. In consideration of this question the Fourth Circuit! 
Court of Appeals in Oxley v. Sweetland, 94 F. (2d) 33} 
(1938) stated as follows: 

“One becomes an ‘indispensable party’ to suit where 
some interest of his will be affected by it, but not 
where questions of law and fact will be passed upon 
in which he is interested, but by decision of which he 
will not be bound. * * * 

“Thus, in Shields v. Barrow, 17 How. 130, 15 L. Ed. 
158, the absent parties held indispensable had an 
interest under a contract which it was the purpose of 
the suit to annul and set aside. The action of the court 
sought by the bill would, of course, have affected their 
interest. Barney v. Baltimore City, 6 Wall. 280, 18 L. 
Ed. 825, was a suit for partition of real estate in which 
the absent parties had an interest and which could not 
be partitioned without affecting that interest. * * * 
Where no interest of the absent parties will be deter¬ 
mined by the suit and no action can be taken by the 
court which would make a determination in their favor 
contrary to equity and good conscience, there is no 
reason why the court should not proceed to determine 
the rights of the parties before it, even though in doing j 
so it may decide questions of fact or law in which 
absent parties are interested. If this were not true, 
every person having any interest in the determination 
of a question of law or fact would be an indispensable 
party to every suit in which such question might be 
brought in issue, a manifest absurdity.” 

No decreee in this action will affect the right of the op- 

poser to its registration nor the right to use its mark, nor 

limit it in any other way or to any other extent than the 

countless “ex parte” decisions of the Commissioner and 

the court have heretofore for manv vears limited countless 

* * t 

registered marks in deciding the issue of similarity in order 
to determine the right of registration. 
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It is to be noted that the decisions of the courts on the 
issue of similarity of marks in an infringement action is 
not binding upon the parties or upon the court in the sub¬ 
sequent decision of that issue in an action to determine 
the registrability of either mark, nor is the decision of the 
court on the issue of similarity of marks in a suit to compel 
registration binding upon the opposer whether named or 
not, in a subsequent infringement action ( Van Camp Sea 
Food Co. v. . 1 . B. Steicart Organisations, 50 F. (2d) 976,18, 
C. C. P. A. (Patents) 1415). 

An interference proceeding in the Patent Office is one 
which the statutes require to be instituted by the Commis¬ 
sioner of Patents when an issue of priority appears to exist 
between applications for registration of similar trade¬ 
marks, or between an application and a registered trade¬ 
mark when an issue of priority arises. An opposition pro¬ 
ceeding is one which is initiated by the filing of a notice of 
opposition by anyone who believes he would be damaged 
by the registration of the mark for which application has 
been filed. A cancellation proceeding is one which is insti¬ 
tuted on the filing of a petition to cancel a registered mark 
by anyone who believes hs would be damaged by the con¬ 
tinuance of the registration. An interference and an op¬ 
position are both parts of proceedings for registration of 
trade-marks. In each of these proceedings “inter partes” 
issues of priority and “ex parte” issues of registrability 
may be raised by motion, by notice, or by petition, or in the 
answer to the notice or to the petition. (In re Herbst, 32 
App. D. C. 565). In all such proceedings the Commissioner 
acts in the public interest and not merely as the arbiter of 
a private dispute (Sobering and Glatz, Inc. v. Sharp and 
Dohme, Inc., 146 F. (2d) 1019, 32 C. C. P. A. (Patents) 
S27; Shot Co. v. Olson, 151 F. (2d) 200, 33 C. C. P. A. (Pat¬ 
ents) 715). 

The opposing party in the Patent Office proceedings does 
not represent the public (Frankfort Distilleries, Inc. v. 
Dextora Co., 103 F. (2d) 924, 26 C. C. P. A. (Patents) 
1244), but; the public interest and necessities of the case 
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require service to be made upon the Commissioner ( Tory- 
linson of High Point v. Coe, supra). 

The primary purpose of the Trade-Mark Act is to pre¬ 
vent confusion and mistake in the mind of the public (Sk\)l 
v. Olson, supra). No party other than the Commissioner 
can under the Statute represent the public interest in tlje 
successful accomplishment of that purpose. 

The registration of a trade-mark gives no substantiv 
rights to a registrant ( Kellogg Co. v. National Biscuit Co\ 
305 U. S. Ill; Given v. New York Athletic Club, 42 App 
D. C. 558), yet appellee would have the court hold that thb 
owner of a registration acquires, merely by registration, an 
interest so indispensable under the Constitution that th^? 
right of another to register a mark allegedly similar to thie 
registered mark cannot be tried in its absence. 

The unsuccessful opposer in an opposition proceeding 
and the unsuccessful petitioner in a cancellation proceeding 
has no right of action under Section 4915 of the Revisecjl 
Statutes to prevent registration of the mark opposed or t<j> 
compel cancellation of the mark sought to be cancelled 
(Pennzoil Co. v. Hercules Powder Co., 95 F. (2d) 339, 
25 C. C. P. A. (Patents) 968; Lougliran v. Quaker City 
Chocolate & Confectionery Co., Inc., 2S1 F. 186, D. C., Af¬ 
firmed 296 F. 822, C. C. A. 3rd (1924). 

Appellee urges that the opposer has an interest so con} 
stitutionally indispensable that no action under 4915 caij 
proceed in his absence, yet can it be thought that Congress 
was so unmindful of that interest that it did not allow him 
to bring an action in the same courts to protect that interest 
if he was unsuccessful in his opposition in the Patent Office i 

This court has several times considered the question of| 
whether an opposer in a Patent Office opposition or can^ 
cellation proceeding is an indispensable party and has uni¬ 
formly held that when the issue is the registrability of the 
plaintiff’s mark the opposer is not an indispensable party 
but that the action may proceed against the Commissioner! 
of Patents alone ( Thorne, Neale & Co., Inc., v. Coe, 143 F 
(2d) 155, 79 App. D. C. 122; Alexandrine v. Coe, 63 App 
D. C. 127, 71 F. (2d), 348; Tomlinson v. Coe, supra). 
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A bill in equity for the registration of a trade-mark, 
regardless of whether there is an opposition in the Patent 
Office, is only a part of the proceeding for registration of 
the trade-mark ( American Foundries v. Robertson, 262 
U. S. 209, 214). 

The Commissioner of Patents is an indispensable party 
to a suit brought under Section 4915 when registration has 
been denied by virture of an adverse decision on any of the 
“ex parte" issues set forth in Section 5 of the Trade-Mark 
Act (Supp. p. 21); Drackett Co. v. Chamberlain Co., SI F. 
(2d) 866; Tomlinson of High Point v. Coe, supra; Alexan¬ 
drine v. Coe. supra; Thorne, Neale & Co. v. Coe, supra). 

One of the issues which Sections 5 and 6 require the Com¬ 
missioner to decide “ex parte” is that of confusing simi¬ 
larity to a registered trade-mark or to a known trade-mark 
owned and in use by another. Where that issue is present, 
the Commissioner of Patents is an indispensable party and 
the opposer in the Patent Office proceedings is not even a 
necessary party (Drackett Co. v. Chamberlain Co., supra; 
Tomlinson of High Point v. Coe, supra; Alexandrine v. Coe, 
supra). 

When the registration of a mark has been denied on one 
of the “ex parte” issues set forth in Section 5 of the Trade- 
Mark Act, the consent of the opposer to the registration of 
the mark opposed forms no basis for judgment in favor of 
the applicant for registration ( Martorelli v. Atlantic Maca¬ 
roni Co.. Ill F. (2d) 494, 27 C. C. P. A. (Patents) 1171; 
Sobering <£ Glatz v. Sharp <£ Dohme, 146 F. (2d) 1019). As 
the court pointed out in those cases, the argument by the 
applicant for registration that the opposer’s consent re¬ 
quires entry of a decree in favor of the applicant is “obvi¬ 
ously untenable” in view of Section 5 of the Trade-Mark 
Act. It appears obvious, therefore, that where the regis¬ 
trability of the mark has been refused by an adverse de¬ 
cision upon any of the issues set forth in Section 5 of the 
Trade-Mark Act the Commissioner of Patents is an indis¬ 
pensable party. 


As pointed out in Payne v. Hook, 7 Wallace 425, “It cab 
never be indispensable to make defendants of those againsj; 
whom nothing is alleged and from whom no relief is asked. ’ j* 
In this case nothing is alleged against Bruce’s Juices, Inc.L 
owner of the registered mark and opposer in the Patent 
Office proceedings; and no relief is asked against it. Relief 
only is asked from the wrongful refusal of the Commisj 
sioner of Patents to register plaintiff’s trade-marks on th(j 
ground that they are confusingly similar to a prior regisj 
tered mark and a decree only is sought authorizing the 
Commissioner of Patents to grant registration of plaintiff’s 
trade-marks. 

No decree in this action will deprive the opposer of any 
vested property or right, nor could it even if the opposer 
was joined as a party bind him or control any court before 
which the right to or property in its mark might be brought 
in question. 

Before the lower court appellee relied on the decision of 
the District Court for the Southern District of New York 
in the case of Speed Products Co., Inc. v. Tinnerman, 73 
U. S. P. Q. 181, and the decision of the Third Circuit Court 
of Appeals in Century Distilling Co. v. Continental Distil¬ 
ling Corp., 106 P. (2), 486. 

It is interesting to note that the court which decided the 
Century Distilling case is the same court which decided; 
Drackett v. Chamberlain, and there held that when a mark 
had been refused registration on an “ex parte” ground set 
forth in Section 5 of the Trade-Mark Act, the Commissioner! 
of Patents was an indispensable party and the opposer in 
the Patent Office proceedings was not. The decision of the 
court in the Century Distilling case reversed the well-! 
reasoned opinion of the District Court for the District of 
Pennsylvania in Century Distilling Co. v. Continental Dis-\ 
tilling Corporation, 23 F. S. 705. The lower court had dis-j 
missed the bill on the ground that the only issue was the re¬ 
gistrability of the mark on an “ex parte” ground set forth 
in Section 5 of the Trade-Mark Act and that therefore the | 
Commissioner of Patents was an indispensable party and 
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that the opposer in the opposition proceedings was not. The 
lower court relied upon the decision of the Third Circuit 
Court in Drackctt v. Chamberlain, supra, and was in full 
accord with, and based upon the same precedents, as the 
decisions of this court in the Tomlinson case. The Third 
Circuit Court of Appeals disagreed with the lower courts 
in holding that the Commissioner of Patents is an indis¬ 
pensable party (in direct conflict with the decision of this 
court in the Tomlinson case) but relied only upon cases 
holding that the Commissioner of Patents was not a neces¬ 
sary party when the issue was one of priority between 
patent applications because the Commissioner having de¬ 
cided to issue a patent was not charged with the representa¬ 
tion of any public interest in the question of which one of 
the two parties should receive the patent. 

In the Speed Xut case, the issue of priority was clearly 
involved and the court accordingly held that the action 
could proceed in the absence of the Commissioner of 
Patents. 

Appellee also relied, before the lower court, on decisions 
of this court in Coe v. Hobart Mfg. Co., 70 App. D. C. 2,102 
F. (2d) 270; Eno v. Coe, 70 App. D. C. 337, 106 F. (2d) 858; 
Jax Ice <('• Cold Storage Co. v. Coe, 73 App. D. C. 127, 118 
F. (2d) 12. The decisions of this court in Coe v. Hobart and 
Eno v. Coe were thoroughly considered in the Tomlinson 
case and clearly distinguished. The court pointed out that 
in the Hobart case the question was simply whether the 
winning party in an interference proceeding in the Patent 
Office and the Commissioner of Patents were adverse parties 
within the meaning of that section of the Judicial Code 
which permits bringing of a suit in the District of Columbia 
if there be “adverse” parties residing in a plurality of 
districts not embraced within the same state. 

The court distinguished from the Eno case in pointing 
out that there the plaintiff sought to compel cancellation 
of a registration owned by one who had not been made a 
party to the action. 


17 


Before the District Court appellee sought to distinguish 
from the decision of this court in the Tomlinson case by the 
observation that in the Tomlinson case the trade-mark of 
the opposer had not been registered. However, Section 5 
of the Trade-Mark Act makes no distinction between regis¬ 
tered trade-marks and other trade-marks, for it provides 
for the refusal of registration if the mark on which applica¬ 
tion has been filed so nearly resembles “a registered or 
known trade-mark owned or in use bv another.” Similarlv, 
the right of opposition given by Section (j makes no dis¬ 
tinction between an opposition based on a registered trade¬ 
mark and an opposition based on an unregistered trade¬ 
mark. Section 6 does not specify or limit the grounds 
which may be urged in support of an opposition, but simply 
limits the right of opposition in the Patent Office to anyone 
who believes he would be damaged by the registration of 
the mark opposed. 

CONCLUSION. 

Judgment on the motion to dismiss the Complaint, and 
the dismissal of the Complaint, should be reversed. 

Respectfully submitted, I 

Ballard Moore, 

Attorney for Appellants , 

National Press Building, 
Washington, D. C. 
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SUPPLEMENT TO BRIEF. 


Statutes of Jurisdiction. 

Revised Statutes, Title LX: Sec. 4915, (U. S. C., titl^ 
35, sec. 63) (Amended by Act of February 9, 1893, c. 74| 
sec. 9, 27 Stat. 436; March 2, 1927, c. 273, sec. 11, 44 Statj 
1336; March 2, 1929, c. 488, sec. 2(b), 45 Stat. 476; August 
5, 1939, c. 451, sec. 4, 53 Stat. 1212.) 

Whenever a patent on application is refused by the 
Board of Appeals or whenever any applicant is dis¬ 
satisfied with the decision of the board of interference 
examiners, the applicant, unless appeal has been taken 
to the United States Court of Customs and Patent 
Appeals, and such appeal is pending or has been de¬ 
cided, in which case no action may be brought under 
this section, may have remedy by bill in equity, if filed 
within six months after such refusal or decision; and 
the court having cognizance thereof, on notice to ad¬ 
verse parties and other due proceedings had, may ad¬ 
judge that such applicant is entitled, according to law, 
to receive a patent for his invention, as specified in his 
claim or for any part thereof, as the facts in the case 
may appear. And such adjudication, if it be in favor 
of the right of the applicant, shall authorize the com¬ 
missioner to issue such patent on the applicant filing 
in the Patent Office a copy of the adjudication and 
otherwise complying with the requirements of law. I 
In all cases where there is no opposing party a copy 
of the bill shall be served on the commissioner; and ail i 
the expenses of the proceedings shall be paid by the ap¬ 
plicant, whether the final decision is in his favor or not. i 
In all suits brought hereunder where there are adverse j 
parties the record in the Patent Office shall be ad- j 
mitted in whole or in part, on motion of either party, 
subject to such terms and conditions as to costs, ex¬ 
penses, and the further cross-examination of the wit¬ 
nesses as the court may impose, without prejudice, 
however, to the right of the parties to take further 
testimony. The testimony and exhibits, or parts thereof, j 
of the record in the Patent Office when admitted shall 
have the same force and effect as if originally taken 
and produced in the suit. 
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Section 9 of the Trade Mark Act of 19o5 (Act of Feb¬ 
ruary 20, 1903, c. 392, Sec. 9, 33 Stat. 727; Act of March 2, 
1929.’ c. 488, Sec. 2(b), 43 Stat. 1476); 15 U. S. C. A., 
Section 89: 


That if an applicant for registration of a trade-mark, 
or a party to an interference as to a trade-mark, or 
a party who has filed opposition to the registration 
of a trade-mark, or party to an application for the 
eaneehttion of the registration of a trade-mark, is 
dissatisfied with the decision of the Commissioner of 
patents, he may appeal to the United states Court of 
Customs and Patent Appeals, on complying with the 
conditions required in case of an appeal from the 
decision of the commissioner by an applicant for 
patent, or a party to an interference as to an invention, 
and the same rules of practice and procedure shall 
govern in every stage of such proceedings, as far as 
the same may be applicable. 

Act of Mar. 3,1911, c. 231, sec. 24, 36 Stat. 1091 (Judicial 
Code): 

Sec 24. (U. S. C., title 28, sec. 41) The district courts 
shall have original jurisdiction as follows: 

# * # # # 

Seventh. 1 Of all suits at law or in equity arising under 
the patent, the copyright, and the trade-mark laws. 

The District Court of the United States for the District 
of Columbia (formerly the Supreme Court of the District 
of Columbia) in patent causes has district court jurisdic¬ 
tion—Cochrane v. Decner, 94 U. S. 7S0, 11 0. G. 687. 

* * * # # 

Sec. 12S (U. S. C., title 2S, sec. 225) (a) The circuit 
court of appeals shall have appellate jurisdiction to review 
by appeal final decisions—(Amended by act of Feb. 13, 
1925). 

First. In the district courts, in all cases save where a 
direct review of the decision may be had in the Supreme 
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Court under section two hundred and thirty-eight. 
C., title 28, sec. 345). 


(U. B- 


Statutes Involved. 


Amendment 5, Constitution of the United Statess 


No person shall be held to answer for a capital, (j>r 
otherwise infamous crime, unless on a presentment 
or indictment of a Grand Jury, except in cases arising 
in the land or naval forces, or in the Militia, when in 
actual service in time of War or public danger; nbr 
shall any person be subject for the same offense to 
be twice put in jeopardy of life or limb; nor shall Ijie 
compelled in any Criminal Case to be a witness against 
himself, nor be deprived of life, liberty, or property, 
without due process of law; nor shall private property 
be taken for public use, without just compensation. 


Section 737 of the Revised Statutes (Act of Mar. 3, 191jL, 
c. 231, Sec. 50, 36 Stat. 1101), 28 U. S. C. A., Section 111: 


When part of several defendants cannot he served. 
When there are several defendants in any suit at laV 
or equity, and one or more of them are neither inhabi¬ 
tants of nor found within the district in which the suit i|s 
brought, and do not voluntarily appear, the court mav 
entertain jurisdiction, and proceed to the trial anld 
adjudication of the suit between the parties who are 
properly before it; but the judgment or decree ren¬ 
dered therein shall not conclude or prejudice othelr 
parties not regularly served with process nor volun¬ 
tarily appearing to answer; and nonjoinder of parties 
who are not inhabitants of nor found within the 
district, as aforesaid, shall not constitute matter of 
abatement or objection to the suit. 

Section 5 of the Trade-Mark Act of 1905 (Act of Feb¬ 
ruary 20, 1905, c. 592, Sec. 5, 33 Stat. 725; Act of March 2, 
1907, c. 2573, Sec. 1, 34 Stat. 1251; Act of February 18,191lj, 
c. 113, 36 Stat. 918; Act of January 8, 1913, c. 7, 37 Stat. 
649; Act of March 19, 1920, c. 104, Sec. 9, 41 Stat. 535; Act 
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of June 7, 1J24, e. 341, 43 Stat. 647) 15 U. S. C. A. Sec¬ 
tion S5: 

That no mark by which the goods of the owner of the 
mark may be distinguished from other goods of the 
same class shall be refused registration as a trade¬ 
mark on account of the nature of such mark unless 
such mark— 

(a) Consists of or comprises immoral or scandalous 
matter. 

(b) Consists of or comprises the flag or coat of arms 
or other insignia of the United States or any simulation 
thereof, or of any State or municipality or of any 
foreign nation, or of any design or picture that has 
been or may hereafter be adopted by any fraternal 
society as its emblem, or of any name, distinguishing 
mark, character . emblem, colors, Jiag, or banner adopted 
by any institution, organization, club, or society which 
was incorporated in any State in the United States 
prior to the date of the adoption and use by the appli¬ 
cant: Provided. That said name, distinguishing mark, 
character, emblem, colors, flag, or banner was adopted 
and publicly used by said institution, organization, club, 
or society prior to the date of adoption and use by the 
applicant: Provided, That trade-marks which are iden¬ 
tical with a registered or known trade-mark owned and 
in use by another and appropriated to merchandise of 
the same descriptive properties, or which so nearly 
resemble a registered or known trade-mark owned and 
in use by another and appropriated to merchandise 
of the same descriptive properties as to be likely to 
cause confusion or mistake in the mind of the public 
or to deceive purchasers shall not be registered: Pro¬ 
vided. That no mark which consists merely in the name 
of an individual, firm, corporation, or association not 
written, printed, impressed, or woven in some particu¬ 
lar or distinctive manner, or in association with a 
portrait of the individual, or merely in words or de¬ 
vices which are descriptive of the goods with which 
they are used, or of the character or quality of such 
goods, or merely a geographical name or term, shall 
be registered under the terms of this Act: Provided 
further, That no portrait of a living individual may be 
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registered as a trade-mark except by the consent bf 
such individual, evidenced by an instrument in writing, 
nor may the portrait of any deceased President of the 
United States be registered during the life of his 
widow, if any, except by the consent of the widow evi¬ 
denced in such manner: And provided further , Thht 
nothing herein shall prevent the registration of aijy 
mark used by the applicant or his predecessors, or by 
those from whom title to the mark is derived, in com¬ 
merce with foreign nations or among the several States 
or with Indian tribes which was in actual and exclusive 
use as a trade-mark of the applicant, or his predecessoi 
from whom he derived title, for ten years next precedin 
February twentieth, nineteen hundred and live: Pro¬ 
vided further , That nothing herein shall prevent thje 
registration of a trade-mark otherwise registerable be¬ 
cause of its being the name of the applicant or a portion 
thereof. 

And if any person or corporation shall have so regis¬ 
tered a mark upon the ground of said use for ten year^ 
preceding February 20, 1905, as to certain articles ofc* 
classes of articles to which said mark shall have beep 
applied for said period, and shall have thereafter an<ji 
subsequently extended his business so as to include 
other articles not manufactured by said applicant fojr 
ten years next preceding February 20, 1905, nothing 
herein shall prevent the registration of said trade-mark 
in the additional classes to which said new additional 
articles manufactured by said person or corporation 
shall apply, after said trade-mark has been used oiji 
said article in interstate or foreign commerce or with 
the Indian tribes for at least one year provided anotheif 
person or corporation has not adopted and used previi 
ously to its adoption and use by the proposed regisn 
trant, and for more than one year such trade-mark oi) 
one so similar as to be likely to deceive in such addin 
tional class or classes. 

Section 6 of the Trade Mark Act of 1905 (Act of Feb-j 
ruary 20, 1905, c. 592; Sec. 6, 33 Stat. 726; Act of Mar. 2, 
1907, c. 2573, Sec. 2, 34 Stat. 1252) 15 U. S. C. A. Section 86: 

That on the filing of an application for registration of 
a trade-mark which complies with the requirements of 
this act, and the payment of the fees herein provided 
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for, the Commissioner of Patents shall cause an exami¬ 
nation thereof to be made; and if on such examination 
it shall appear that the applicant is entitled to have his 
trade-mark registered under the provisions of this act, 
the commissioner shall cause the mark to be published 
at least once in the Official Gazette of the Patent Office. 
Any person who believes he would be damaged by the 
registration of a mark may oppose the same by filing 
notice of opposition, stating the grounds therefor, in 
the Patent Office within thirty days after the publica¬ 
tion of the mark sought to be registered, which said 
notice of opposition shall be verified by the person 
filing the same before one of the officers mentioned in 
section two of this act. An opposition may be filed by 
a duly authorized attorney, but such opposition shall 
be null and void unless verified by the opposer within a 
reasonable time after such filing. If no notice of oppo¬ 
sition is filed within said time, the commissioner shall 
issue a certificate of registration therefor, as herein¬ 
after provided for. If on examination an application 
is refused, the commissioner shall notify the applicant, 
giving him his reasons therefor. 
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Copy. 

Decision of the Examiner of Interference in Opposition 

No. 20,680. ! 

Final Hearing: April 14, 1942. 

Paper No. 42 ADB:CET. 

! 

IN THE 

UNITED STATES PATENT OFFICE 


Opposition No. 20,6S0. 

BRUCE’S JUICES, INC. 
v. 

BARRON-GRAY PACKING COMPANY. 


Application No. 436,956, Filed October 15, 1940, 
Published December 24, 1940. 

_____i 

CANNED FRUIT JUICES FOR FOOD PURPOSES 


Mason, Fenwick & Lawrence for Bruce’s Juices, Inc. 

Jackson & Webster for Barron-Gray Packing Company. 

This is an opposition in which each party filed testi¬ 
mony and a brief and was represented by counsel at finjal 
hearing. 

The allegations of fact contained in the notice of opposi¬ 
tion relate to and seek to draw in only the confusion-i^.- 
trade clause of Section 5 as a statutory ground for negia- 
tiving the right of registration claimed by the applicant. 

The mark sought to be registered comprises a pictorial 
representation of two animated figures of fruit facipg 
each other and holding raised tumblers. The fruit fornjis 
the head and body of the figures which are provided with 
spindly arms and legs, and a short stem carries a lehf 
which drapes down the back of the figure. This mark is 
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used upon goods described in the application as “canned 
fruit juices for food purposes”. 

Opposer relies upon the use of a mark which it describes 
as consisting of “grotesque humanized representations of 
fruit holding tumblers of beverage” on a tray, disclosed 
in Registration Xo. 374,765, pleaded in the notice of opposi¬ 
tion and issued prior to the earliest date to which applicant 
is here entitled. The head of each figure simulates a fruit 
of some kind with leaves in place of hair or hat, the body, 
legs and arms thereof being made up of short heavy lines of 
K-shaped design. 

This latter mark is appropriated to goods in part identical 
with those set up in the application in question. It appears 
that the opposer is here the prior user, and the only ques¬ 
tion to be decided, therefore, is that of whether the marks 
are confusingly similar. 

It appears to be applicant’s contention that, considering 
the descriptive significance of the fruit representations 
contained in the marks in connection with the use of ani¬ 
mated figures of this type for the purpose of entertainment, 
advertising, and the like, as exemplified by Exhibits, G, 
H. M. X and 0, the purchasing public would be readily 
able to distinguish between the pictorial matter comprising 
the respective marks, and for the purpose of identifying 
origin or ownership would rely primarily on the differences 
therebetween. 

On the other hand, it is believed that this more or less 
common use of figures of this character, like the use of even 
more familiar symbols, such as words of speech, can not 
materially detract from the capacity thereof to denote 
personal origin if, as here, they possess a sufficiently ar¬ 
bitrary significance as applied to the goods concerned. 

Moreover, the presence of rather grotesque animated 
fruit figures in both marks of itself constitutes an arbitrary 
feature of similarity, and in addition to this general re¬ 
semblance each mark contains a plurality of such figures 
in profile, leaves representing some kind of cover, and 
tumblers in a raised position. Viewed as a whole the 
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examiner is persuaded that they bear such near resemblance 
as to be likely to cause confusion in trade if concurrently 
used in connection with the goods specified. 

With reference to the motion to strike filed April 3, 
1942 by the applicant, the latter thereby seeks to exclude 
from consideration any lables submitted in evidence by 
opposer which show a different number of figures than the 
three disclosed in the above identified registration. Some 
of opposer’s labels, including the specimen filed with the 
verified notice of opposition, contain groups of different 
numbers of figures similar to those appearing in the regis¬ 
tered mark, and it seems to be applicant’s position th^t 
these labels involve a material variance between pleadiijg 
and proof. Regardless of the fact that such labels cor¬ 
respond to the description of the mark contained in the 
notice of opposition, it is believed that the mere addition 
to or omission of a figure from the three-figure mark dis¬ 
closed in opposer’s registration would not materially de¬ 
tract from the right of the opposer to the exclusive use cif 
the figures common thereto. 

Saxlehner v. Eisner & Mendelson Co., 179 U. S. 19. 

In any event the conclusion hereinabove stated on the 
question of confusing similarity of the marks is baseji 
only upon a comparison of opposer’s registered marji 
and that shown in the applicant’s application. Accordingly, 
the motion to strike is denied without prejudice. 

For the reasons set forth above the notice of opposition 
is hereby sustained and it is further adjudged that th<? 
applicant is not entitled to the registration for which it ha£ 
made application. 

Limit of appeal: June 1, 1942. 

A. D. Bailey, j 

Acting Examiner of Interferences, 
Room 212. 

April 30, 1942. ! 
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Copy. 

Decision of the Examiner of Interference in Opposition 

No. 20,681. 

Final Hearings: April 14, 1$>42. 

Paper Xo. 40 ADB:CET. 

IN THE 

UNITED STATES PATENT OFFICE 

Opposition Xo. 20,681. 

BRUCE'S JUICES, INC. 
v. 

BARROX-GRAY PACKING COMPANY. 


Application Xo. 436,957, Filed October 15, 1940, 
Published December 24,1940. 

CANNED FRUIT JUICES FOR FOOD PURPOSES. 

Mason, Fenwick & Lawrence for Bruce’s Juices, Inc. 

Jackson & Webster for Barron-Gray Packing Company. 

This is an opposition in which each party filed testi¬ 
mony and a brief and was represented by counsel at final 
hearing. 

The allegations of fact contained in the notice of opposi¬ 
tion relate to and seek to draw in only the confusion-in- 
trade clause of Section 5 as a statutory ground for nega¬ 
tiving the right of registration claimed by the applicant. 

The mark sought to be registered comprises a pictorial 
representation of two animated figures of fruit facing 
each other and holding raised tumblers. The fruit forms 
the head and body of the figures, which are provided with 
spindly arms and legs. This mark is used upon goods 
described in the application as “canned fruit juices for 
food purposes”. 
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Opposer relies upon the use of a mark which it describes 
as consisting of “grotesque humanized representations 
of fruit holding tumblers of beverage” on a tray, disclosed 
in Registration No. 374,765, pleaded in the notice (ff 
opposition and issued prior to the earliest date to whi^h 
the applicant is here entitled. The head of each figure 
simulates a fruit of some kind with leaves in place of hair 
or hat, the body, legs and arms thereof being made up of 
short heavy lines of K-shaped design. 

This latter mark is appropriated to goods in part identi¬ 
cal with those set up in the application in question, and is 
it appears that the opposer is here the prior user, the o 
question to be decided is that of confusing similarity 
the marks. 

It appears to be applicant’s contention that considering 
the descriptive significance of the fruit representations coii- 
tained in the marks in connection with the use of animated 
figures of this type for the purpose of entertainment, 
advertising, and the like, as exemplified by Exhibits G, 
H, M, N and 0, the purchasing public would be readily 
able to distinguish between the pictorial matter comprising 
the respective marks, and for the purpose of identifying 
origin or ownership would rely primarily on the difference^ 
therebetween. 

On the other hand, it is believed that this more or less 
common use of figures of this character, like the use o| 
even more familiar symbols, such as words of speech, 
cannot materially detract from the capacity thereof t<j 
denote personal origin if, as here, they possess a suffi-r 
ciently arbitrary significance as applied to the good com 
cemed. 

Moreover, the presence of rather grotesque animated 
fruit figures in both marks of itself constitutes an arbitrary 
feature of similarity, and in addition to this general re-j 
semblance each mark contains a plurality of such figures,j 
in profile, holding tumblers in a raised position. Viewed 
as a whole the examiner is persuaded that they bear such 
near resemblance as to be likely to cause confusion in 





30 


trade if concurrently used in connection with the goods 
specified. 

With reference to the motion to strike filed April 3, 
1042 by the applicant, the latter thereby seeks to exclude 
from consideration any labels submitted in evidence by 
opposer which show a different number of figures than 
the three disclosed in the above identified registration. 
Some of opposer’s labels, including the specimen filed 
with the verified notice of opposition, contain groups of 
different numbers of figures similar to those appearing 
in the registered mark, and it seems to be applicant’s posi¬ 
tion that these labels involve a material variance between 
pleading and proof. Regardless of the fact that such 
labels correspond to the description of the mark contained 
in the notice of opposition, it is believed that the mere 
addition to or omission of a figure from the three-figure 
mark disclosed in opposer’s registration would not ma¬ 
terially detract from the right of the opposer to the ex¬ 
clusive use of the figures common thereto. 

Saxlehner v. Eisner & Mendelson Co., 179 U. S. 19. 

In any event the conclusion hereinabove stated on the 

question of confusing similarity of the marks is based 
only upon a comparison of opposer’s registered mark 
and that ^hown in the applicant’s application. Accord¬ 
ingly, the motion to strike is denied without prejudice. 

For the reasons set forth above the notice of opposition 
is hereby sustained and it is further adjudged that the 
applicant is not entitled to the registration for which 
it has made application. 

Limit of appeal: June 1, 1942 

A. D. Bailey, 

Acting Examiner of Interferences, 
Room 212. 


April 30, 1942. 
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Copy. 

Decision of the Co mmi ssioner on Petition to Suspend 

Proceeding. 

IN THE 

UNITED STATES PATENT OFFICE 

BRUCE’S JUICES, INC. 
v. 

BARRON-GRAY PACKING COMPANY. 


Petition. 


Opposition No. 20,680 to Registration of Trade-Mark of! 
Barron-Gray Packing Company for canned fruit juices 
for food purposes, application filed October 15, 1940* 
Serial No. 436,956, published December 24, 1940. 

Opposition No. 20,681 to Registration of Trade-Mark o^ 
Barron-Gray Packing Company for canned fruit juices 
for food purposes, application filed October 15, 1940, 
Serial No. 436,957, published December 24, 1940. 


Mason, Fenwick & Lawrence for Bruce’s Juices, Inc. 
Loftus, Moore, Olson & Trexler and Joseph IV. Milburn for 

Barron-Gray Packing Company. 

_ " I 

In these two trade-mark opposition proceedings the party 
Barron-Gray Packing Company, whose applications for 
registration are here involved, has filed identical petitions 
“that the Commissioner, under his supervisory authority, 
review the motion to suspend proceedings and the motion 
for permission to amend its answer, which motions were 
filed herein on June 12,1942, and denied by the examiner of 
interferences on June 24,1942; that the Commissioner grant 
said motions to suspend proceedings and to amend the 
answer; and that the hearing set for December 2, 1942, on 
the appeal to the Commissioner, filed on June 15, 1942, be 
suspended pending final determination of the petition for 
cancellation filed by petitioner on June 12,1942.” 
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In denying the motions to amend, the examiner of inter¬ 
ferences correctly stated: 

“In the motion for permission to file an amendment 
to its answer, the applicant alleges that the motion was 
not earlier presented because the facts were not fully 
developed until the inti'oduction of testimony and ex¬ 
hibits on behalf of the opposer. It appears, however, 
that opposer’s testimony in chief was taken a year 
prior to the filing of this motion, and further that the 
motion was not filed until after the rendition of the 
examiner's decision on final hearing.” 

Manifestly, the motions to amend should have been made, 
if at all, before final hearing; and I agree with the examiner 
that no reasonable excuse has been offered for the delay. 

The motions to suspend are predicated upon petitioner’s 
application to cancel a certificate of registration pleaded in 
the notices of opposition. It is asserted in the petition that: 
“The decision of the examiner of interferences sustaining 
the opposition was, in each case, predicated solely upon 
this registration.” Opposer takes issue with this assertion; 
but the examiner expressly stated in each of his decisions 
that the conclusion there reached “on the question of con¬ 
fusing similarity of the marks is based only upon a com¬ 
parison of opposer’s registered mark and that shown in 
applicant's application.” That being true, the outcome of 
the cancellation proceeding may well have a bearing on the 
final disposition of the opposition proceedings. Moreover, 
it does not appear, nor is any claim made, that opposer 
will be prejudiced by reason of the requested suspension. 
Assuming that opposer would be damaged by the registra¬ 
tion of petitioner’s marks, no damage can accrue until the 
marks are registered, and registration is impossible while 
the oppositions are pending. 

The petitions are granted to the extent that hearings on 
appeal are hereby suspended as prayed. In all other re¬ 
spects the petitions are denied. 

Signed: Leslie Frazer, 

First Assistant Commissioner. 


July 30, 1942. 
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Copy. 

Decision of the Commissioner in Combined Oppositions j 
Nos. 20,680 and 20,681. 


Hearing: 

September 23, 1946. 

IN THE 


HT^ 


UNITED STATES PATENT OFFICE 


BRUCE’S JUICES, INC. 
v. 

BARRON-GRAY PACKING COMPANY. 


APPEALS FROM EXAMINER OF INTERFERENCES 


Opposition No. 20,680 to registration of trade-mark of 
Barron-Grav Packing Company for canned fruit juices 
for food purposes, application filed October 15, 1940), 
Serial No. 436,956, published December 24, 1940. 

Opposition No. 20,681 to registration of trade-mark of 
Barron-Gray Packing Company for canned fruit juices 
for food purposes, application filed October 15, 1940| 
Serial No. 436,957, published December 24, 1940. 


Mason, Fenwick & Lawrence for Bruce’s Juices, Inc. 
Moore, Olson & Trexler for Barron-Gray Packing Companj’J 

— 

These are appeals in two trade-mark opposition proceed-! 
ings wherein the examiner of interferences sustained op-i 
positions of Bruce’s Juices, Inc., to applications of Barron^ 
Gray Packing Company for the registration of marks for 
“canned fruit juices for food purposes,” both claimed to 
have been used since September, 1940. 

The examiner’s decisions were rendered on April 30,1942. 
The appeals were duly filed, and were set for hearing on 
December 2, 1942; but on petition of applicant the hearings 
were suspended pending the final determination of a can¬ 
celation proceeding involving opposer’s registered trade-! 
mark. That case is now before the United States Court of 
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Customs and Patent Appeals, where it has not yet been 
reached for argument. On applicant’s motion, however, the 
suspension orders were nevertheless vacated, and the in¬ 
stant appeals were reset and have been heard. They are 
now being decided in accordance with applicant’s express 
wish, notwithstanding the continued pendency of the can¬ 
celation proceeding. 

Applicant describes its marks as “animated fruits.” 
Each is the representation of a pair of grotesque figures, 
said to be prunes and apricots, respectively. The two figures 
face each other, with goblets held aloft as though in the act 
of drinking a toast. 

Both of applicant’s marks were held to be confusingly 
similar to the mark of the registration which applicant seeks 
to cancel in the proceeding now on appeal to the Court of 
Customs and Patent Appeals. The registration was issued 
to opposer on January 23,1940. This mark comprises three 
grotesque figures, which applicant describes as “cubist or 
* K' waiters having round heads with leaf hats and carrying 
trays, on two of which is carried a goblet and on the other 
one of which is carried a can.” It is appropriated to 
“canned fruit and vegetable juices.” Applicant says that 
“the heads of the figures in such pictures are remotely, if 
at all, suggestive of fruits.” But I think they are quite aptly 
suggestive of tomatoes, or possibly of oranges, and would 
bo so regarded by purchasers. 

Aside from the head portions of the figures, and the up¬ 
raised glasses, there is no similarity between opposer’s 
mark and either of applicant’s marks. Nevertheless it 
seems to me that there is some likelihood of confusion in 
their concurrent use on identical merchandise of the char¬ 
acter here in question. Particularly in conversation, or in 
orders by telephone, the marks may be so described as to 
be mistaken one for the other, because their features of 
similarity might well be the only ones mentioned. 

It has frequently been said that previously decided cases 
are of little value as precedents in trade-mark proceedings, 
and I shall not attempt to distinguish the many authorities 
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cited in applicant’s brief. More nearly in point than any 
of them is International Latex Corporation v. I. B. Kleinert 
Rubber Co., 26 C. C. P. A. 1321, 104 Fed. (2d) 382. The 
trade-marks there involved are described in the opinion 
as follows: 


“Appellant’s mark consists of an outline drawing o£ 
two babies, clad in panties only. One of the babies is 
shown in profile, facing to the left, in a crawling or 
creeping posture. The second baby, at the right an4 
to the rear of the first, is depicted in stooping position 
holding and stretching the garment on the first 
baby. * * * 

“Appellee’s mark * * * consists of a picture of a 
baby in a crawling or creeping posture with its bacl^ 
and rear toward the observer and its head turned so 
that it is looking back over its left shoulder facing the 
observer. The baby has bushy, curly hair, and i^ 
clothed in a shirt and panties with a sock and shoe on 
one foot.” 


The court agreed with the Patent Office that the tw4 
marks were confusingly similar, quoting with apparent ap-j 
proval the following language from the Commissioner’sj 
decision: 


“Opposer’s mark is a picture of a crawling baby.i 
Applicant’s mark is a picture of two babies, one of 
which is crawling. Placed side bv side these marksl 
could not possibly be confused, nor is it likely that a 
person thoroughly familiar with either would fail to 
distinguish the other. That, however, is not sufficient. 
If there is a reasonable probability that some pur¬ 
chasers would be deceived the second mark should not 
be registered. It seems to me there may be those who 
would retain only the impression of a crawling baby, | 
and thus mistake applicant’s goods for those of op- 
poser. The question is a close one, but the doubt must 
be resolved in opposer’s favor.” 


So here, it seems quite possible that some purchasers, or 
prospective purchasers, would retain only the impression 
of one or more fanciful figures with fruitlike heads, holding 
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or carrying drinking glasses. Resolving doubts in opposer’s 
favor, as was done in the cited case, I am thus of the opinion 
that some degree of confusion would be reasonably likely 
to result from the use of applicant’s marks concurrently 
with opposer’s mark. 

The decision of the examiner of interferences is in each 
case affirmed. 

Leslie Frazer, 

First Assistant Commissioner. 

December 20, 1946. 

C. C. P. A. Appeal due February 7,1947. 
or 

Bill under R. S. 4915 due June 20,1947. 
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1 Filed Mar 12 1947 

In the District Court of the United States for the 
District of Columbia 
Civil Action No. 1099-47. 

Barron-Gray Packing Company, Fifth and Martha Streets, 
San Jose, California, Plaintiff , 
v. 

Casper W. Ooms, Commissioner of Patents, Defendant. 

Complaint. 

Action for Registration of Trade Marks 

The Plaintiff herein, for its complaint, alleges: 

1. The Plaintiff, Barron-Gray Packing Company, is a cor¬ 
poration duly organized and existing under and by virtue 
of the laws of the State of California, having its principal 
office and place of business at San Jose, County of Santa 
Clara, in the State of California. 

2. The Defendant, Casper W. Ooms, is the Commissioner 
of Patents of the United States, with his official residence 
in the District of Columbia, and is sued in his official ca¬ 
pacity. 

3. This action arises under the Trade Mark Laws of the 

United States, United States Code, Title 15, Section 

2 SI, et seq., is brought under Section 4915 of the Re¬ 
vised Statutes, United States Code, Title 35, Section 

63, as amended, and is based upon the refusal of the Defen¬ 
dant to grant Certificates of Registration to Plaintiff for 
trade marks for which applications for registration were 
theretofore made by Plaintiff. 

4. Plaintiff, prior to September 25, 1940 adopted, and on 
or about that date began to use, as sole and exclusive owner 
thereof, two original, arbitrary and distinctive trade marks 
for canned fruit juices for food purposes, one of said trade 
marks consisting of a picture of animated apricots toasting 
each other by holding aloft liquid-containing goblets touch¬ 
ing each other, and the other consisting of a picture of ani- 
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mated prunes similarly toasting each other. Specimens of 
said trade marks as actually used upon the goods, marked 
Schedule A and Schedule B, are annexed to and made a part 
of this complaint. j 

5. Each of said trade marks is the sole and exclusiv^ 
property of the Plaintiff, having been first used in comj 
merce among the several states of the United States on or 
about September 25, 1940, and continuously used and ap-f 
plied to such goods in the Plaintiff’s business since that 
date and have never been abandoned. 

6. To the best of Plaintiff’s knowledge and belief, nd 

other person, firm, corporation, or association has) 
3 the right to use said trade marks, or either of themj 
either in identical forms or in such near resemblance 
thereto as might be calculated to deceive. 

7. Plaintiff on December 15, 1940 filed in the United 
State Patent Office applications for registration of said 
trade marks, and said applications were given the Serial 
Nos. 436,956 and 436,957. 

8. Said trade marks were held registrable by the Patent 
Office and were published in the Official Gazette of Decem¬ 
ber 24, 1940, Volume 521, No. 4, at Page 827. 

9. Thereafter, Notices of Opposition to the registration of 
Plaintiff’s said trade marks were filed by counsel for 
Bruce’s Juices, Inc., a corporation of Florida, located at 
Tampa, County of Hillsborough, in the State of Florida, on 
January 23, 1941, claiming that a mark shown in Trade j 
Mark Registration 374,765 dated January 23, 1940 was 
owned by said corporation and confusion was likely between 
the mark showm in that registration and Plaintiff’s said 
trade marks; new’ Notices of Opposition by said corporation, 
verified by J. Adams Bruce as President, and based upon 
the same claim, were filed on February 4,1941; and Opposi- j 
tions Nos. 20,680 and 20,681 were declared by the United 
States Patent Office on February 11, 1941. 

10. Plaintiff duly filed its answers to said Notices of Op¬ 
position; thereafter proceedings were had in the Patent 
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Office and on December 20, 1946 the First Assistant 

4 Commissioner of Patents rendered a single decision, 
entitled in both said Oppositions, affirming a prior 

decision of the Acting Examiner of Trade Mark Interfer¬ 
ences and holding that some likelihood of confusion might 
exist in the concurrent use of Plaintiff’s mark and the mark 
shown in Registration No. 374,765 aforesaid. 

11. Pursuant to such decision, the Defendant has re¬ 
fused, and continues to refuse, to register Plaintiff’s said 
trade marks. 

12. Plaintiff is dissatisfied with the decision of the Com¬ 
missioner of Patents and believes that registrations of its 
said trade marks have been unlawfully denied and refused 
by the Commissioner of Patents; and Plaintiff further be¬ 
lieves that its said trade marks do not bear such near resem¬ 
blance to the mark shown in Registration No. 374,765 afore¬ 
said as might be calculated to deceive; that confusion be¬ 
tween Plaintiff’s goods bearing its trade marks aforesaid 
and goods bearing the mark shown in said Registration No. 
374.765 is not likely, but that Plaintiff’s goods bearing its 
trade marks aforesaid are readily distinguishable from 
goods bearing the mark shown in Registration No. 374,765. 

13. The Commissioner by said decision has conferred 
upon Bruce's Juices, Inc. a prima facie exclusive right to 
animate fruits and vegetables for trade mark purposes and 
to display such animated figures on labels and in advertis¬ 
ing without regard to the lack of resemblance be- 

5 tween them and the animated figures used by others, 
including Plaintiff, and thus said decision confers 

upon Bruce’s Juices, Inc a generic trade mark. 

14. The idea of displaying animated figures of fruits, 
vegetables, and other inanimate objects has been used from 
time immemorial ever since Humpty Dumpty fell off the 
wall and the Dish ran away with the Spoon, and Plaintiff 
submits that while specific embodiments of such idea are 
subject to appropriation, the idea itself is not, and the Pat¬ 
ent Office erred in holding the contrary and refusing to 
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register Plaintiff’s trade marks for which were filed the 
applications in this proceeding. 

15. Plaintiff is, and since June 13, 1939, at all times has j 
been, the sole and exclusive owner of a trade mark consist- j 
ing of a pictorial representation of two animated carrots 
toasting each other by holding aloft liquid-ontaining gob¬ 
lets touching each other; said trade mark uas duly regis¬ 
tered by said Plaintiff in the United States Patent Office on 
May 7, 1940, being Trade Mark No. 377,599, granted upon 
an application Serial No. 426,684 filed in the United States 

Patent Office on December 18, 1939; and said trade mark 

7 | 

has been continuously used since June 13, 1939, and still is 
being used, by Plaintiff to designate the ownership and 
origin of certain of Plaintiff’s canned vegetable juices. 

A copy of said registration, marked Schedule C, is an¬ 
nexed to and made a part of this Complaint. 

6 16. Plaintiff is, and, since November 22, 1940, at 

all times has been, the sole and exclusive owner of a 
trade mark consisting of a pictorial representation of four 
animated vegetable figures, two of which vegetable figures 
are toasting each other by holding aloft liquid-containing 
goblets touching each other; said trade mark was duly reg¬ 
istered by said Plaintiff in the United States Patent Office 
on May 13, 1941, being Trade Mark No. 387,366, granted 
upon an application Serial No. 438,679 filed in the United 
States Patent Office on December 10, 1940; and said trade 
mark has been continuously used since November 22, 1940, 
and still is being used, by Plaintiff to designate the owner¬ 
ship and origin of certain of Plaintiff’s canned vegetable 
juices. 

A copy of said registration, marked Schedule D, is an¬ 
nexed to and made a part of this Complaint. 

17. Plaintiff’s said registered trade marks and Plaintiff’s 
two trade marks for registry of which said applications 
were filed constitute a family of trade marks of great and 
inestimable value, and the exclusive property of Plaintiff, 
and the Commissioner’s erroneous decision refusing to reg¬ 
ister two members of the family unlawfully interferes with 
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the standing and value of the other two members of the 
family and unjustly deprives Plaintiff of his property in 
said family of trade marks. 

7 IS. No appeal has been taken in respect to Plain¬ 

tiff's said application, to the United States Court of 
Customs and Patent Appeals, from said refusal of the Com¬ 
missioner Of Patents to register Plaintiff’s trade marks 
aforesaid: and this suit is filed within six months of the date 
of the decision by the First Assistant Commissioner of 
Patents. Profert of copies of the records of Plaintiff’s ap¬ 
plications Serial Xos. 436,956 and 436,957, for registration 
of its trade marks aforesaid, and of the record of proceed¬ 
ings in the United States Patent Office in Oppositions Nos. 
20,680 and 20.6S1 is hereby made. 

Wherefore, Plaintiff prays that this honorable court ad¬ 
judge and decree that Plaintiff is entitled according to law” 
to the registrations of its said trade marks as requested in 
its said applications aforesaid; that the Commissioner of 
Patents be directed to issue to the Plaintiff certificates of 
registration under the seal of the United States Patent 
Office, signed by the Commissioner of Patents and otherwise 
in due form of law as required by the Trade Mark Laws of 
the United States, for its said trade marks as set forth in 
said applications aforesaid; and for such other and further 
relief as the nature of the case may admit or require. 

Barron-Gray Packing Company 
By Ballard Moore 

Attorney for Plaintiff 
SI 2 National Press Building 
Curtis F. Prangley Washington, D. C. 

Of Counsel 

S12 National Press Building 
Washington, D. C. 

Charles L. Sturtevant 
Of Counsel 

S12 National Press Building 
Washington, D. C. 
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Registered May 7, 1940 


Trade-Mark 377,599 


UNITED STATES PATENT OFFICE 

Barron-Gray Packing Company, San Jose, Calif. 

Act of February 20, 1905 
Application December 18. 1939. Serial No. 426.684 



To cU z+.ctz it TTicy concern: 

Be known that Barron-Gray rucking Com¬ 
pany. a corporation duly organized and existing 
under and by virtue of the laws of the State of 
California, located and doing business at Fifth 
and Martha Streets, ir. the city of San Jose, 
county cf Santa Clara, and State of California, 
has adopted anc used the trade-mark shown in 
the accompanying drawing, for CANNED VEGE¬ 
TABLES JUICES FOR FOOD PURPOSES, in 
Class 46. Poods and ingredients of foods, and 
presents herewith five < 5 > specimens showing the 
trade-mark as actually used by applicant upon 
the goods, and requests that the same be regis¬ 
tered in the United States Patent Office in ac¬ 
cordance with the act of February 20. 1905, as 
amended. The trade-mark has been used con¬ 
tinuously and applied to the goods in the ap¬ 
plicant’s business since June 13, 19319. 


The trade-mark is applied or affixed to the 
goods or to the packages containing the same by 
placing thereon a printed label on which the 
trade-mark is shown and in divers other ways. 

The undersigned hereby appoints Jackson & 
Webster, <L. M. Webster, surviving member), 111 
Sutter Street. San Francisco, California, its at¬ 
torneys with full power of substitution and revo¬ 
cation. to prosecute this application, to make al¬ 
terations and amendments therein, to sign its 
name to the drawing, and to transact all business 
in the United States Patent Office connected 
therewith. 

BARRON-GRAY PACKING COMPANY. 

By H. E. GRAY. 

President. 


ftesuterod M«y 13 , mi Trade-Mark 387,366 


UNITED STATES PATENT OFFICE 

Buron-Gny Packing Company, San Jooe, Caflf. 

Act at February 20, 1905 
Application December 10,1940, Serial No. 438,679 



STATEMENT 

To aU whom it may concern: registration No. 377,599, dated May 7, 1940. No 

Be it known that Barron-Gray Packing Com- claim is made to the words “Celery,” “Carrot,” 

pany. a corporation duly organized and existing “Tomato,” and “Parsley” apart from the marie 

under and by virtue of the laws of the State of as shown, although applicant waives no common- 

Callforoia and located and doing business at law rights to the same. The trade-marie is 

Fifth and Martha Streets, in the city of San applied or affixed to the goods or to the pack- 

Jose. county of Santa Clara, and State of Cali- ages containing the same by placing thereon a 

forala, has adopted and used the trade-mark printed label on which the trade-mark is shown, 

shown in the accompanying drawing, for and in divers other ways. 

CAN NED VEGETABLE JUICES FOR FOOD The undersigned hereby appoints Jackson L 
PURPOSES, In Class 43, Foods and ingredients Webster (L. M. Webster, surviving member). Ill 

of foods, and presents herewith five (5) speci- Sutter Street. San Francisco, California, its attar - 

mens showing the trade-mark as actually used neys, with full power of substitution and revoca- 

by applicant upon the goods, and requests that tion, to prosecute this application, to make altera- 

the same be registered in the United States Pat- tions and amendments therein, to sign its name to 

ent Office in accordance with the act of Feb- the drawing, and to transact all business in the 

ruary 20, 1905, as amended. Hie trade-mark United States Patent Office connected therewith, 

has been used continuously and applied to the 

goods in the applicant’s business since Novem- BARRON-GRAY PACKING COMPANY, 

ber 22, 1940. By P. J. AUHXNEAU. 

The applicant is the owner of trade-mark Vice-President. 
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12 Filed Apr 30 1947 

Answer to the Complaint. 

To the Honorable the Justices of the District Court of thje 
United States for the District of Columbia. 

1, 2, 3. Defendant admits the allegations of paragraphjs 
1 to 3, inclusive. 

I 

4. He is not advised, except by the complaint itself, as t<|) 
the nature and extent of plaintiff’s alleged use of the marksj. 
He denies that plaintiff is the sole and exclusive owner of 
the marks. 

5. Without knowledge of the nature and scope of plain¬ 
tiff’s use of the marks except such as contained in the com-1 
plaint, he denies that said trade-marks are the sole and ex-j 
elusive property of the plaintiff. 

6. He admits that he has refused to register plaintiff’s 
marks for use on canned fruit juices on plaintiff’s applica-i 
tions Nos. 436,956 and 436,957. He states that plaintiff is 
not lawfully entitled to have said marks registered for the 
reason that plaintiff’s marks so nearly resemble the regis-j 
tered and known trade-mark No. 374,765 owned and in use] 
by Bruce’s Juices, Inc. and appropriated to goods of the 

same descriptive properties as to be likely to cause 

13 confusion or mistake in the minds of the public or to 
deceive purchasers, as will more fully appear from 

the decision of the Examiner of Interferences and the deci¬ 
sion of the First Assistant Commissioner in Trade-Mark 
Opposition Nos. 20,680 and 20,681, Bruce’s Juices, Inc. v. 
Barron-Gray Packing Company, copies of which decisions 
will be furnished at the trial. 

7. 8, 9, 10, 11. He admits the allegations of paragraphs 
7 to 11, inclusive. 

12. He denies that registration of said marks has been un¬ 
lawfully denied and refused by the Commissioner of Pat- 
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cuts and that said marks do not bear such near resemblance 
to registration Xo. 374,765 as to be calculated to deceive. 
He further denies that plaintiff’s goods bearing said marks 
are readily distinguishable from the goods bearing the 
mark shown in Registration Xo. 374,765. 

13. He denies that the First Assistant Commissioner of 
I'atents by his decision of December 23, 1946 has conferred 
a “generic trade-mark” without regard to the lack of re- 
>emblance between said marks and registration Xo. 374,765. 

14. He admits that the idea of displaying animated fig¬ 
ures may have been used for time immemorial in connec¬ 
tion with merchandise, but denies that the Patent Office 
erred in refusing to register said trade-marks. 

15. He is not advised of the nature and scope of plain¬ 
tiff's use of trade-mark Xo. 377,599. He admits that it was 
duly registered by plaintiff. 

16. He is not advised of the nature and scope of plain¬ 
tiff's use of trade-mark Xo. 3S7,366. He admits that it was 
duly registered by plaintiff. 

17. He denies that the First Assistant Commissioner of 
Patents’ refusal to register Serial Xos. 436,956 and 436,957 

as belonging to a family of registrations including 

14 the previously registered marks 387,366 and 377,599 
was erroneous and unjust. 

IS. He admits the allegations of paragraph 18. 

W. W. Cochran, Solicitor, 

U. S. Patent Office, 

Attorney for Defendant. 

15 Filed May 9 1947 

Motion to Dismiss. 

Xow comes Defendant Casper W. Ooms, Commissioner of 
Patents, and moves the Court to dismiss the Complaint be¬ 
cause of the absence of an indispensable party, Bruce’s 
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Juices, Inc., a corporation of Florida, located at Tampa in 
the State of Florida. 

An oral hearing is requested. 

W. W. Cochran 

Solicitor, U. S. Patent Office, 
Attorney for Defendant. 

May 9, 1947. 

«#•#*••••• 

16 Filed Jul 11 1947 


Order. 

This cause came on to be heard on Defendant’s Motion to 
Dismiss the Complaint and thereupon, upon consideration 
thereof, it is this 11th day of July, 1947, 

Ordered that the motion be and it is hereby sustained and 
the Complaint be and it is hereby dismissed. 

James M. Proctor 
Justice. 

Counsel for plaintiff has no objection to the form of this 
order. 

E. L. Reynolds 
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17 Filed Jul 29 1947 

NOTICE OF APPEAL 

Notice is hereby given that Barron-Gray Packing Com¬ 
pany, plaintiff above named, hereby appeals to the United 
States Court of Appeals for the District of Columbia from 
the order entered in this action on July 11,1947, sustaining 
the defendant’s motion to dismiss the complaint, and dis¬ 
missing the complaint. 

Ballard Moore, 

Attorney for Appellant 
812 National Press Bldg. 
Washington 4, D. C. 

Of Counsel 

Curtis F. Prangley 
S12 National Press Bldg. 

Washington 4, D. C. 

Charles L. Sturtevant 
S12 National Press Bldg. 

Washington 4, D. C. 
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SJnttEb States Court of Appeals 

DISTRICT OF COLUMBIA 


Appeal No. 9634 

Barron-Gray Packing Company, appellant 

v. 

Lawrence C. Kingsland, Commissioner of Patents, 

APPELLEE 


APPEAL FROM AN ORDER OF THE DISTRICT COURT OF THE 
UNITED STATES FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


STATEMENT 

This is an appeal from an Order (13) 1 of the Dis¬ 
trict Court of the United States for the District of | 
Columbia granting appellee’s motion (12) to dismiss | 
the complaint (2) in Civil Action No. 1099-47, filed 
March 12, 1947, instituted against the Commissioner 
of Patents as sole defendant and seeking to compel 
registration of two trade-marks for canned fruit 
juices consisting of pictures of animated apricots 
and prunes. Appellant’s applications for registration 
were opposed by Bruce’s Juices, Inc., a corporation of 
Florida, on the ground that it would be damaged if 

1 The numbers in parenthesis refer to pages of the joint appendix. 

( 1 ) 
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the applications were allowed. The Examiner of 
Trade-Marks and, upon appeal, the Commissioner of 
Patents had held appellant’s marks unregistrable in 
view of a similar mark used on identical merchandise 
by the opposer, Bruce’s Juices, and registered under 
Xo. 374,7(>5 and thus sustained the opposition (Ap¬ 
pellant's Brief 2S, 33). Bruce’s Juices, the opposing 
party which was victorious in the opposition proceed¬ 
ing, was not joined as a party in the present action. 

Appellee's motion (12) was to dismiss the com¬ 
plaint because of the absence of an indispensable 
party, Bruce's Juices, the opposer. The motion was 
sustained and the complaint dismissed (13). 

The sPle issue before this Court is whether the 
lower court was correct in holding the successful 
opposer to be a necessary party to the present 
proceeding. 

Appellee submits that the District Court was correct 
in so finding and that its ruling should be affirmed. 

SUMMARY OF ARGUMENT 

I 

1. An action under Section 4915 R. S. seeking a 
review of the decision of the Commissioner of Patents 
sustaining an opposition to registration of a trade¬ 
mark on the ground that it is confusingly similar 
to an opposer's previously registered mark, cannot 
proceed against the Commissioner of Patents alone; 
the successful opposer is an adverse party within the 
meaning of said section and is an indispensable party 
to such an action. 

2. This principle is not in conflict with this Court’s 
decision in the case of Tomlinso7i of High Point v. 
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Coe, Commissioner of Patents, 74 App. D. C. 364, 
123 F. (2d) 65. The only question decided there 
was whether the Commissioner of Patents is a proper 
party to such an action. 

3. The opposer, Bruce’s Juices, is an indispensable 
party because a judgment herein vrould have the 
effect of an adjudication of the scope of opposer’s 
registered trade-mark. 

ARGUMENT 

It should be stated at the outset that this appeal 
does not present the question whether the Commis¬ 
sioner, if not a necessary party, is at least a proper 
party in a proceeding instituted by an unsuccessful 
applicant for registration whose mark is rejected on 
the ground of a previously registered mark of a suc¬ 
cessful opposer. It was that issue—and that issue 
only—which was before this Court in the Tomlinson 
case, supra, on which case appellant’s main argument 
is based. It is true that the Tomlinson case involved 
a situation where a defeated applicant sued the Com¬ 
missioner of Patents without joining the opposer as 
a party and the issue of the absence of an indis¬ 
pensable party might well have been raised by the 
Commissioner in that case but was not. The Commis- 

I 

sioner there based his entire defense on the ground 
that he should not be a party at all to a proceeding 
under Section 4915 R. S. in an inter partes suit. 
In other words, it was there argued that in a pro¬ 
ceeding under Section 4915 which resulted from an 
inter partes case the Commissioner of Patents was 
not even a proper party and could not be named as 
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a defendant at all. This Court, in rejecting the 
Commissioner's argument, held that the Commissioner 
was a proper party even in a proceeding under Section 
4915 which involved inter partes rather than ex parte 
issues, hut the issue now before the Court, i. e., 
whether the successful opposer is an indispensable 
]>arty. was not even discussed in the opinion of this 
Court in the Tomlinson case. The Tomlinson deci¬ 
sion. being completely silent on the issue involved 
in the present appeal, is therefore no authority for 
the proposition that the opposer is not an indispen¬ 
sable party in a proceeding under Section 4915, since 
the scope Of the decision is limited to a ruling that the 
Commissioner is a proper party in such a proceeding. 

Moreover, the situation in the Tomlinson case is dis¬ 
tinguished from the situation here, by the fact that 
there the opposer Colonial Williamsburg, Inc., had no 
trade-mark registration, while here the opposer 
Bruce's Juices has a registration, the scope of which 
would in effect be adjudicated by a judgment, although 
the opposer is not a party to the action. 

Appellant’s brief refers also to a line of cases in 
which the Commissioner of Patents dismissed the op¬ 
position but then went on to reject an application on 
ex parte grounds, such as descriptiveness. Such was 
the situation, for instance, in Bradstone Rubber Co. v. 
Coe, 46 USPQ 410, 34 F. Supp. 926 and James Bed- 
don's Sons v. Coe, 59 USPQ 315, 51 F. Supp. 490. 
It has never been doubted that in such situations a 
proceeding under Section 4915 against the Commis¬ 
sioner alone is entirely proper, since the sole issue be¬ 
fore the Court then would be a point neither raised by 
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the opposer nor in any way affecting his own rights, 
since the opposition had already been dismissed by 
the Commissioner on other grounds. 

Appellant’s principal argument appears to be based 
on the misconception that the present case presents an 
ex parte rather than an inter partes issue and that 
for that reason there is not here “an opposing party.” 
Appellant actually argues that a proceeding under 
Section 4915 would involve an inter partes issue where 
the opposer succeeds on the ground of a showing of 
a superior priority but would not raise such issue 
where the opposer succeeded because of a showing of 
confusing similarity. This argument completely over¬ 
looks the fact that in most instances the cardinal issue 
is not whether or not the mark is originally registrable— 
the Patent Office having already determined by pub¬ 
lishing for opposition that it deemed the mark regis¬ 
trable—but whether the opposer in view of a mark 
previously registered by him would suffer damage. 
This interest of the opposer, who was previously sus¬ 
tained by the Patent Office on the issue of damage, 
remains the controlling issue regardless of whether 
the opposer succeeded below on the ground of priority 
or confusing similarity or any other reason. In other 
words, as long as an opposer is successful in the Patent 
Office and an equity proceeding is instituted to re¬ 
verse the Patent Office holding that the opposer would 
be damaged by registration of the applicant’s mark, 
the nature of the proceeding and the issue involved 
remain inter partes and cannot be decided without 
joining the very party whose interests have been found 
to be adversely affected. 
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We submit that, whatever scant authority may be 
found on this precise issue, squarely supports the posi¬ 
tion we take. A case on all fours with the present sit¬ 
uation came before the United States District Court as 
recently as March 1947 in Speed Products Co., Inc. v. 
Tinnerman Products, Inc., 73 USPQ 182 (S. D. N. Y.). 
In that case, an opposition had been sustained on the 
ground of confusing similarity by the Examiner of 
Interferences and by the Commissioner of Patents 
and—just as in the present case—the defeated appli¬ 
cant instituted a proceeding under Section 4915 seek¬ 
ing registration of his mark. The action was brought 
only against the successful opposer and the Commis¬ 
sioner was not joined as a party defendant. Defend¬ 
ant's motion to dismiss on the ground that the Com¬ 
missioner was a necessary party was denied. The 
Court said: 

When the Patent Office sustains opposition 
to registration of a trade-mark on the ground 
of confusing similarity to the opposer’s prior 
registered trade-mark, the Commissioner of 
Patents is not a necessary party to an action 
against the opposer under Section 4915. 

And again: 

The defendant herein was an opposing party 
in the Patent Office. It has been named as 
such in this suit wherein it has filed an answer. 
It is in every sense an adverse party within Sec¬ 
tion 4915 since the Patent Office decided in 
favor of its objections and claims and against 
those of plaintiff herein. 

This holding thus indicates that a proceeding in¬ 
stituted by a defeated applicant against a successful 
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opposer involves a decision “in favor of its [the op| 
poser’s] objections and claims and against those of 
plaintiff * * *” thereby making the oppose^ 

rather than the Commissioner of Patents an indispen¬ 
sable party to the proceeding. Similarly, the federal 
court held in Century Distilling Co. v. Continental 
Distilling Co., 106 F. (2d) 486 (C. C. A. 3), that the 
Commissioner was not a necessary party in any case 
in which an opposer had been sustained by the Patent 
Office either on an issue of priority or on an issue of 
confusing similarity. The pertinent paragraph of 
the Court’s decision reads as follows: 

We are of the opinion that the court below 
erred in ruling that the Commissioner of 
Patents was a necessary party, and in disi 
missing the bill of the plaintiff on that score] 
Section 4915 of the Revised Statutes, 35 U. S. 
C. A. § 63, which controlled the proceedings] 
provides: “In all cases, where there is no 
opposing party, a copy of the bill shall be 
served on the commissioner.” In this case 
there was an opposing party. The defendant 
had filed an opposition to the registration o i 
the contested trade marks before the Examiner 
of Interferences in the Patent Office. It had] 
continued its opposition when an appeal wasj 
taken and prosecuted by the plaintiff to thej 
Commissioner of Patents, who affirmed the de-; 
cision of the Examiner of Interferences; and itj 
also filed an answer to the proceedings in equity! 
under Section 4915 before the court below (at 
p. 488). | 

While it is true that the final decision in the Century 
case rested on other grounds, it is significant that the 
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Court expressly found the successful opposer to be 
still 44 an opposing party” in a subsequent proceeding 
under Section 4915, so that a suit against him alone 
without joining the Commissioner itself was held 
entirely appropriate. 

It would certainly be unrealistic to conclude, as 
appellant here suggests, that the very party whose 
alleged injury prevented registration of a mark pre¬ 
viously held otherwise registrable by the Patent Office, 
should not be a necessary and indispensable party in 
an action which seeks a determination of that identical 
issue! But we need not resort to the Speed Products 
or Century case to justify our position that the suc¬ 
cessful opposer must be joined as an indispensable 
party regardless of the ground on which his opposi¬ 
tion was sustained. The decision of this Court in 
J. C. Eno ( U. S .) Ltd. v. Coe, Commissioner of Por¬ 
tents, 106 F. (2d) 858 (C. A. D. C.), furnishes addi¬ 
tional persuasive authority for this proposition. In 
the Eno case, the proceeding under Section 4915 was 
instituted by the unsuccessful opposer seeking to can¬ 
cel the applicant's registration. The Commissioner 
there had found that the articles of the respective 
parties involved were not goods of the same descrip¬ 
tive properties and had dismissed the opposition on 
that ground and as a consequence had registered ap¬ 
plicant's mark. Both the successful applicant and the 
Commissioner of Patents were joined as defendants, 
but the bill was dismissed as to the successful appli¬ 
cant because he was a resident of Massachusetts and 
not of the District and the case proceeded against the 
Commissioner as sole defendant. 
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The Commissioner’s motion to dismiss for lack of 
an indispensable party was granted by this Courtj 
Said the Court: 


In Alexandrine v. Coe, 63 App. D. C. 227, 71 
F. (2d) 348, this court decided that when the 
Patent Office, in proceedings brought by A, has 
decided to cancel B’s trademark, B may, with¬ 
out joining A as a defendant, sue the Commis¬ 
sioner under section 4915 to enjoin the cancela¬ 
tion. We need not now consider whether that 
was properly a case “where there is no oppos¬ 
ing party” within the meaning of section 4915, 
for the present case differs fundamentally from 
the Alexdrine case. There the plaintiff asked 
only that the court prevent the cancelation of 
the plaintiff’s trademark. Here the plaintiff! 
asks the court to require the cancelation of 
Deshayes’s mark, and due process therefore 
requires that Deshayes be made a party (at p.i 
859). 


Can it be said, as appellant would have this Court 
rule, that in case of an unsuccessful opposition, the 
victorious applicant must be joined as a party de¬ 
fendant in a proceeding under Section 4915 (as this 
Court held in the Eno case) while in the present case 
the defeated applicant would not have to join the 
successful opposer under identical circumstances? Is 
the issue of confusing similarity and resulting damage 
to the opposer changed from an inter partes issue to 
an ex parte issue depending on whether this issue is 
determined in favor or against the opposer? We 
submit that the reasoning of this Court in the Eno 
decision applies with equal force to the situation here 
involved and that the issue of damage and injury to 
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the opposer remains the true and sole issue before 
the Court regardless of whether the issue of confusing 
similarity was decided for or against the opposer by 
the Patent Office. 

Finally, it may not be amiss to point out that the 
view here expressed has found full acceptance in the 
new Trade-Mark Act of July 5, 1946, which became 
effective on July 5 of this year. While it is, of 
course, true that the provisions of this new Act are 
not directly applicable to the present appeal [section 
46 (a)], it is interesting to note that during the Con¬ 
gressional debates there was practical unanimity in 
recognizing that the Commissioner of Patents was not 
a necessary party in any proceeding under Section 
4915 which arises out of and is concerned with an 
inter partes issue, but that the Commissioner should 
be permitted in his discretion to intervene in such 
cases. Section 21 of the new Act as finally worded 
provides: 

i 

* * * The Commissioner of Patents shall 

not be a necessary party to an inter partes 
proceeding under Revised Statutes 4915, but 
lie shall be notified of the filing of the bill by 
the clerk of the court in which it is filed and 
the Commissioner shall have the right to inter¬ 
vene in the action. 

When this language was discussed during the 1941 
Hearings, former Assistant Commissioner Fenning 
testified as follows: 

I am suggesting that we do add in section 
21 the words, “The Commissioner shall not be 
a party in inter partes cases.’’ You see, when 
it is an inter partes case the parties themselves 
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have fought in the Patent Office. The Coni- 
missioner has been the judge who had decided 
the case, and it would seem unreasonable tb 
let the judge be the only party defendant 
(Hearings before the Subcommittee on Trade- 
Marks, Committee on Patents, on H. R. 102, 
H. R. 5461 and S. 895, 77th Cong., 1st Sessi, 
Nov. 4, 12, 13 and 14, 1941 at p. 142.) 

The same view was expressed, among others, by the 
late Assistant Commissioner Frazer who was speci 
cally asked for comment by Chairman Lanham witji 
regard to the advisability of a provision of this kincj. 
Mr. Frazer said: 

We feel very strongly that the Commissione 
of Patents should not be joined as a party in 
any inter partes 4915 case. We see no neces 
sity for it. {Ibid., at p. 143.) 

CONCLUSION 

In conclusion, we call the Court’s attention to the 
fact that this Court at the beginning of its decisioJa 
in the Tomlinson case distinctly stated that the lower 
court had there granted the Commissioner’s motion 


to dismiss the complaint on the ground that the Cord- 
missioner was not a proper party to the suit at alj.. 
“That”—the court said—“is the only question pre¬ 
sented on this appeal.” We submit, therefore, that 
the Order of the District Court in the present case 
was not contrary to the Tomlinson decision but wajs 
correct in holding that the successful opposer is an 
indispensable party to the present suit, and that the 
provision of section 21 of the new Trade-Mark Adt 
which so provides is but a reflection and codification 
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of the now prevailing rule as generally understood 
and applied under the Act of 1905. 

We submit that the Order of the District Court 
dismissing the complaint should be affirmed. 
Respectfully submitted. 

1 W. W. Cochran, 

Solicitor, United States Patent Office. 
Walter J. Derexberg, 

Of Counsel. 

December 1947. 
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UNITED STATES PATENT C^FFICE 

Brace’s Juices, Inc., Tampa, Fla. 

— 

Act of February 20, 1905 
Application August 30, 1939, Serial No. 423,122 



STATEMENT j 

To the Commissioner of Patents: packages, containing the same by means of a 

. Bruce’s Juices, Inc., a corporation duly organ- label, or wrapper bearing the mark or by print- 
ized under the laws of the State of Florida, ing or impressing the same thereon and in divers 
located and doing business at 1005 Cumberland other ways. 

Street, city of Tampa, county of Hillsborough. The undersigned hereby appoints the firm of 
State of Florida, has adopted and used the trade- Mason. Fenwick & Lawrence, of 726 Woodward 
mark shown in the accompanying drawing, for Bldg.. 15th and H Street^. N. W., Washington, 
CANNED FRUIT AND VEGETABLE JUICES. D. C. (E. T. Fenwick, Edward G. Fenwick and 
in Class 46, Foods and ingredients of foods, and Charles R. Fenwick constituting said firm), regis- 
presents herewith five specimens showing the tered attorneys. No. 393. its attorneys, with full 
trade-mark as actually used by applicant ypon power of substitution and| revocation, to prose- 
the goods, and requests that the same be regis- cute this application, to make alterations and 
tered in the United States Patent Office in accord- amendments therein, to sign its name to the 
ance with the act of February 20, 1905. as drawing, and to transact all business in the 
amended. The trade-mark has been continfc-. United States Patent Office connected therewith, 
oiusly used and applied to said goods in appli- BRUCE'S JUICES. INC., 

cant’s business since March. 1938. The trade- By D. EDWIN smatjj: 

mart: is applied or affixed to the goods, or to the Treasurer. 
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No. 9634. 


BARRON-GRAY PACKING COMPANY, Appellant , 

v. 

LAWRENCE C. KINGSLAND, Commissioner of Patents, 

Appellee . 


REPLY BRIEF FOR APPELLANT. 


SUMMARY OF REBUTTAL ARGUMENT. 

There is no possibility of confusion between appellant’s 
marks and the registration on w;hich they have been denied 
and the conspicuous lack of resemblance is at once evident 
by side to side comparison of the same. (Frontispiece oppo¬ 
site this page.) 

The Patent Office seeks to foreclose review of its adminis¬ 
trative action by taking the position that the owner of that 
registration is an indispensable party. 

This court in the Tomlinson case (Tomlinson n/ High 
Point v. Coe, 74 App. D. C. 364, 123 F. (2d) 65) held that 
the Commissioner of Patents alone was the proper party 


United States Court of 

District of Columbia 
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against which an action snch as the present one could be 
maintained. 

The same decision was rendered by this court in the Alex¬ 
andrine case (Alexandrine v. Coe, 63 App. D. C. 227, 71 F. 
(2d) 34S) and in the Thorne, Neale case ( Thorne, Neale 
<£* Co. Inc. v. Coe, 79 App. D. C. 122,143 F. (2d) 155). 

Appellee seeks by taking a narrow view r of the issue 
stated in the opinion in the Tomlinson case to secure a re¬ 
versal of all those decisions. 

Appellee has failed to point out any substantive right pos¬ 
sessed by the Patent Office opposer which ’would make him 
indispensable to this action. 

Appellee relies on the decision of this court in J. C. Eno 
(U. S.) Ltd. v. Coe , 70 App. D. C. 337, 106 F. (2d) 858, but 
the circumstances in that case are clearly distinguishable 
from the circumstances of the present case, as pointed out 
by this court in the Tomlinson case. 

There is no * 4 issue of damage” in this case as argued 
by appellee. Under the Trade Mark Act of 1905 the possi¬ 
bility of damage was not made a basis for denying regis¬ 
tration. The Commissioner of Patents refused registra¬ 
tion in this case solely on his opinion that there was a 
possibility of confusion with a prior registered mark. It 
the Commissioner was wrong in that opinion, as appellant 
contends, there can be no possibility of damage. If the 
Commissioner was right in that opinion, contrary to appel¬ 
lant’s contention, appellant’s action must fail on its merits 
and there can be no possibility of damage. 

Appellee labors under the misapprehension that a losing 
patentee and an unsuccessful opposer in Patent Office pro¬ 
ceedings are entitled to bring actions under Section 4915 
of the Revised Statutes. That misapprehension appears 
to be the basis of a good bit of false reasoning by appellee. 
Section 4915 of the Revised Statutes clearly limits the right 
of action to a dissatisfied applicant for a patent or trade 
mark registration or to one who, as in cancellation pro¬ 
ceedings, is in the same position as an applicant for pat¬ 
ent or trade mark registration. 
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The decisions upon which appellee relies have already 
been distinguished from the present case by this court dr 
are readily distinguishable therefrom. 

Appellee, the Commissioner of Patents, has for a great 
many years sought to be relieved of the necessity of appear¬ 
ing as a party in actions brought under Section 4915 of the 
Revised Statutes when the gravamen of a complaint is ^n 
action taken by him as a result of, or following, inter partes 
proceedings in the Patent Office, but he has been uniformly 
unsuccessful before the courts, including this court and the 
Supreme Court of the United States. He believes that he 
has finally prevailed upon Congress to grant him such re¬ 
lief in the new Trade Mark Act of 1946 but that Act ad¬ 
mittedly is not applicable to this case. 

REBUTTAL ARGUMENT. 

This case is simply this:—The Patent Office first decided 
to grant, and then on opposition denied, appellant’s appli¬ 
cations to register its animated toasting figures (Frontis- 
piece opposite page 1) on the wholly and obviously dissimi¬ 
lar animated figures shown in a registration granted t,o 
Bruce’s Juices (Reg. No. 374,765, Frontispiece opposite 
page 1). The Patent Office erroneously held that thei,e 
might be a possibility of the likelihood of confusion be¬ 
tween the respective marks and thus in effect gave to the 
registrant an exclusive right to the idea of animating fig¬ 
ures, which is, of course, as old as the hills and has been 
used ever since the cow jumped over the moon and the 
dish ran away with the spoon. 

Appellee in his brief seeks to limit the judgment of thijs 
court in the case of Tomlinson of High Point v. Coe, suprs(, 
by a narrow view of the issue stated by the court in its 
decision. 

It is obvious that this court in the opening part of it? 
opinion in that case considered the issue to be whether 
the Commissioner alone was a proper party. 

The appellee would have us believe that in the Tomlinson 
case three judges, including the Chief Justice of this courj: 
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and the present Chief Justice of the United States, were so 
unmindful of basic requirements of due process that even 
though the facts were clearly presented to them in respect 
to the interest of an absent, indispensable party they or¬ 
dered the suit to be continued. 

The appellee would also have us believe that that dis¬ 
tinguished group of Justices was so unmindful of its own 
decision in the case of J. C. Eno ( U . S.) Ltd. v. Coe , supra 
(which is referred to in the opinion in the Tomlinson case) 
that it erroneously ordered the suit to be continued against 
the Commissioner alone. 

It is clear that it was the decision of this court in the 
Tomlinson case that the Commissioner of Patents alone 
was the proper party against which proceedings under 
R. S. 4915 could be brought and maintained following de- 
nial of registration as a result of opposition proceedings. 

It is clear that implicit in the Tomlinson decision was the 
holding of the court that the opposer in the Patent Office 
proceedings was not an indispensable party. That is clear 
not only from the result reached by the court but also be¬ 
cause the expressed basis on which the court distinguished 
from the Eno case was that in the Eno case an indispen¬ 
sable party had not been joined. 

Appellee contends that the “scope’’ of the prior regis¬ 
tration used by the Commissioner to deny appellant’s ap¬ 
plication “would in effect be adjudicated by a judgment.” 
Xow, it is obvious that a trade* mark registration, unlike a 
patent claim, gives no “scope” or breadth of protection, 
but covers only the mark actually shown in the registration. 

It is furthermore obvious that the opposer’s registration 
will in nowise be affected to any extent or degree different 
than other prior registrations are inherently affected by 
the decisions daily rendered by the Commissioner in regis¬ 
tering trade marks in ex parte proceedings. 

It is difficult from appellee’s brief to determine what sub¬ 
stantive right he believes the Patent Office opposer to pos¬ 
sess that would make him constitutionally indispensable to 
this action. 
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Clearly the Patent Office opposer has no right to have 
his registration given an unwarranted “scope” as appel¬ 
lee appears to urge on Page 4 of his brief. 

On Page 5 of his brief, appellee appears to insist that the 
constitutionally indispensable interest of the opposer resits 
on an “issue of damage.” It is evident, however, that tlieire 
is no such issue in this case because the Commissioner cjf 
Patents did not refuse registration on the ground of danji- 
age to the opposer but simply and only on the ground, ajs 
expressly stated in the decisions of the Patent Office, tha|t 
appellant’s mark was deemed to be confusingly similar to 
a prior registered mark to which his attention had beeh 
directed by the owner-opposer. 

It is moreover clear that appellee has entirely misconj- 
ceived Section 6 of the Trade Ma,rk Act of 1905 which limitj; 
the right to bring opposition proceedings to those who bej- 
lieve they would be damaged but does not authorize th4 
Commissioner of Patents to refuse registration of a marlj 
otherwise registrable simply because the party filing oppo-i 
sition proceedings in the Patent Office believes he would 
be damaged. 

The appellee’s brief seeks to distinguish between the 
issue of descriptiveness on which the Commissioner may 
refuse registration under Section 5 and the issue of con-j 
fusing similarity to a prior registered or known mark, 
also set forth in Section 5 as a grounds for ex parte denial 
by the Commissioner of an application for registration. 

It is evident that no such distinction can be drawn from 
Section 5 of the Trade Mark Act. 

In appellee’s brief it is stated, page 4, “Appellant’s brief 
refers also to a line of cases in which the Commissioner of 
Patents dismisses the opposition and then went on to re- | 
ject an application on ex parte grounds, such as descrip¬ 
tiveness ’ ’. Evidently appellee has not sufficiently reviewed 
appellant’s brief. Appellant did not cite any such line of 
cases. It is interesting to note, however, that in the case j 
of Drackett Co. v. Chamberlain Co., 81 F. (2d) 866, CCA j 
3rd, 1936, relied upon by this court in the Tomlinson case, i 
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the Commissioner of Patents had sustained the opposition 
on t he ground that the plaintiff’s mark was descriptive of 
the goods. 

On Page 5 of the brief appellee states “Appellant’s prin¬ 
cipal argument appears to be based on the misconception 
that the present case presents an ex parte rather than an 
inter partes issue and that for that reason there is not 
here ‘an opposing party’ That statement wrongly char¬ 
acterizes part only of appellant’s argument as his “prin¬ 
cipal argument” and ignores the opinion of this court in 
the Tomlinson case stating that the opposing party in the 
Patent Office proceedings is not the opposing party referred 
to in Section 4915. 

Appellee appears to be surprised that the issue of prior¬ 
ity between contesting parties in patent and trade mark 
interferences, oppositions and cancellations is an inter 
partes issue, while issues of non-patentability and non-reg¬ 
istrability, on any one of the grounds set forth in the patent 
and trade mark statutes, are ex parte issues. Appellant 
for his part refuses to believe that the Commissioner of 
Patents is not aware of the very numerous decisions by 
the courts to that effect, including In re Herbst, 32 App. 
P. C. 565, 1909 C. D. 333, holding, as far back as 1909, that 
lx>th ex parte and inter partes issues may be raised in Pat¬ 
ent Office patent and trade mark interference, opposition 
and cancellation proceedings. 

It is self-evident that the statutory purpose of trade mark 
oppositions was two-fold, first to aid the Commissioner in 
the performance of the statutory duty imposed upon him 
by Section 5 of the Act and secondly to give parties whose 
priority of use was questioned, and not a matter of record, 
a chance to prove such priority. 

It is obvious, as this court held in the Tomlinson case 
(and as this and various other courts have held in many 
other cases) that in all such patent and trade mark inter¬ 
ferences, oppositions and cancellations, the Commissioner 
acts in the public interest and not merely as an arbiter of 
a private dispute. 
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Appellee relies heavily upon parts of the opinions of th^ 
District Court of the Southern District of New York inj 
Speed Products Co., Inc. v. Tinnerman Products, Inc., 7^ 
U. S. P. Q. 181, and of the Third Circuit Court of 
Appeals in Century Distilling Co. v. Continental Distil¬ 
ling Co., 106 F. (2d) 486 (CCA 3, 1939). The portions 
of the opinions on which the appellee relies are, however, 
in direct conflict with the decisions of this court in the Tom¬ 
linson case and in the cases of Alexandrine v. Coe, supra, 
Thorne, Neale <& Co. Inc. v. Coe, supra, and also in conflict 
with the decision of the Third Circuit Court of Appeals in 
Drackett Co. v. Chamberlain, supra. Thus, appellee ex¬ 
tracts from those opinions language which appears to indi¬ 
cate that the Commissioner of Patents is not a necessary 
and proper party under Section 4915. However, this court, 
in the Tomlinson case, stated specifically “both the public 
interest and the necessities of the case require that the 
Commissioner be made a party when the issue to be deter -1 
mined is whether such relief (i.e. registration) shall be 
granted.’’ It is well established that the Commissioner 
of Patents cannot be made a party unless the case is brought 
in the United States District Court for the District of Co¬ 
lumbia ( Butterworth v. Hill, 114 U. S. 128), and that the 
opposer cannot be joined {Coe v. Hobart Mfg. Co., 70 App. j 
D. C. 2,102 F. (2d) 270). 

Moreover, as pointed out in appellant’s original brief, the 
District Court of New York in the Speed Products case and i 
the Circuit Court of Appeals in the Century Distilling case 
were of the opinion that there were involved in those cases 
issues of priority between the Patent Office opposer and the 
applicant for registration. 

Appellee appears seriously to propose, on Page 9 of his 
brief, the question “Can it be said * * * that in the case of 
an unsuccessful opposition, the victorious applicant must 
be joined as a party defendant in a proceeding under Sec¬ 
tion 4915 (as this court held in the Eno case), while in the 
present case the defeated applicant would not have to join 
the successful opposer under identical circumstances?” 
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Surely the appellee as Commissioner of Patents is well 
aware that Section 4915 gives a right of action only when 
the issuance of a patent or the registration of a trade mark 
is refused or a registered mark cancelled by the Commis¬ 
sioner of Patents. 

American Steel Foundries v. Robertson, 262 U. S. 
209; 

Baldwin Co. v. Robertson, 265 XJ. S. 168; 

Loughran v. Quaker City Chocolate <& Confectionery 
Co.. Inc., 2S1 F. 1S6; 

Galena Mfg. Co. of Illinois v. Superior Oil Works, 
26 CCPA (Patents) 1301, 104 F. (2d) 400, Cer¬ 
tiorari denied, 30S U. S. 609; 

Pcnnzoil Co. v. Hercules Powder Co., 25 CCPA (Pat¬ 
ents) 96S, 95 F. (2d) 339; 

Cover v. Schwartz, 30 F. S. 261 (D. C. N. Y.); 

Farmer v. Schweyer, 19 CCPA (Patents) 1247, 5S 
F. (2d) 1056; 

MacGreaor v. Chesterfield, 31 F. (2d) 791 (D. C. 
Mich.); 

Bloodhart v. Levernier, 20 CCPA (Patents) 917, 64 
F. (2d) 367. 

It is accordingly evident that the courts and Section 4915 
of the Revised Statutes answer the Commissioner’s query 
by stating that a successful Patent Office opposer is not an 
indispensable party and that an unsuccessful opposer has 
no right of action in the constitutional courts to secure a 
reversal of the decision of the Commissioner of Patents. 
Can it be thought that not onlv was this court so unmindful 
of constitutional limitations of due process that it held in 
the Tomlinson case that suit might be maintained in the 
Federal court against the Commissioner of Patents alone 
by a losing applicant in opposition proceedings in the Pat¬ 
ent Office, but also that Congress for more than fortv vears 
was so unmindful of the same constitutional limitations 
that it never gave the opposer if unsuccessful in such pro¬ 
ceedings in the Patent Office a right to prosecute an action 
in the same courts? 
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It is clear that appellee seeks to have this court overruU 
its decisions in the Tomlinson case, the Alexandrine casei, 
and the Thorne, Neale case, by appearing to agree with th^ 
reasoning of the court in the Tomlinson case but disagree-} 
ing with the decisions of the court. 

It is evident that if the opposer or the petitioner for can-1 
cellation in the Patent Office proceedings is an indispensably 
party, as argued by the appellee, then the decision of this 
court in each of those prior cases, and the decision of the' 
Supreme Court in the American Steel Foundry case and! 
the Baldwin case, was wrong, and a dissatisfied applicant j 
for trade mark registration, or a dissatisfied owner of aj 
registration which the* Commis'sioner has threatened to 
cancel, cannot sue the Commissioner, as held in those cases, I 
either alone or jointly with the successful opposer or suc¬ 
cessful petitioner for cancellation (unless such opposer or 
petitioner for cancellation happens to be resident within the 
District of Columbia). 

It is noted that appellee does not discuss the decision of 
this court in the Alexandrine case. The reason why is obvi¬ 
ous ! Appellee can think of no way of distinguishing from 
the reasoning of the court in that case in which it held that 
the presence of the opposing party in Patent Office trade 
mark proceedings was not necessary to the jurisdiction of 
the court in an action under Section 4915 of the Revised 
Statutes. 

Mr. Walter J. Derenberg, presently of counsel for the 
Commissioner of Patents, stated in his hook “Trade Mark 
Protection and Unfair Trading”, published in 1936, at Page | 
545— “ • * * at present the registrant and the parties to 
the Patent Office Proceedings, after the Commissioner’s j 
decision, must choose either between an appeal to the Court ! 
of Customs and Patent Appeals or the institution of a suit 
in equity against the Commissioner. ’ ’ 

On Page 547 of the same hook he stated, in Note 85, in re¬ 
ferring to the Alexandrine case: “The main issue in this 
case was whether the adverse party in the cancellation | 
proceedings was an indispensable party to the suit in equity. 
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Contrary to the lower court, the Court of Appeals decided 
that under the precedent of the Baldwin case (Baldwin Co. 
v. Robertson, supra.) the bill in equity could properly be 
brought against the Commissioner alone.” It is to be 
noted that these statements by present counsel for the Com¬ 
missioner of Patents were made five years prior to the de¬ 
cision of this court in the Tomlinson case and foreshadow’ed 
the very decision which that gentleman now attacks. 

Appellee refers to the new Trade Mark Act of July 5, 
1946, and to certain statements alleged to be extracted 
from hearings before a Congressional sub-committee of the 
Seventy-Seventh Congress, First Session, in respect to a 
trade mark bill then pending but not passed. 

It is conceded by appellee (Appellee’s Brief, Page 10) 
that the new Trade Mark Act of July 5, 1946 is not ap¬ 
plicable to the present case. It is difficult to see, therefore, 
how those hearings, on a bill prior to and different from 
the one which was adopted by Congress, have any per¬ 
tinence to the case before this court, except to show pos¬ 
sibly that Congress was made aware of the views of this 
court as expressed in the Tomlinson case decided just prior 
to those Congressional hearings. Obviously if, as the ap¬ 
pellee contended in the Tomlinson case, and now T again 
contends in this case, the Commissioner of Patents is not 
a “required” or necessary or proper party, and the opposer 
is an indispensable party, the change in the trade mark 
statutes in respect to such matters would be pointless. 

CONCLUSION. 

No amount of argument by the appellee, however in¬ 
genious, can obscure the fact that this court in the Tom¬ 
linson case, in the Alexandrine case, and in the Thorne, 
Neale case, held that a dissatisfied applicant for registra¬ 
tion may sue the Commissioner of Patents alone in the 
United States courts for the District of Columbia follow¬ 
ing opposition and cancellation proceedings in the Patent 
Office; nor can it obscure the fact that the Third Circuit 
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Court of Appeals held in the Drackett case that the Com-> 
missioner of Patents is a necessary party and his presence 
is required by the Trade Mark Statutes in an action brought 1 
under Section 4915 by a dissatisfied applicant, when there j 
has been no issue or award of priority between the two con¬ 
testing parties in an antecedent opposition in the Patent 
Office. | 

Furthermore, no amount of argument, however ingenious, 
can obscure the fact that the present case is in every respect 
determined by the prior decisions of this court in con- ! 
formity with the antecedent decisions of the Supreme Court 
of the United States. ! 

Respectfully submitted, 
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Washington, D. C. 

Of Counsel: 

Curtis F. Prangley, 

National Press Building, 

Washington, D. C. 

Charles L. Sturtevant, 

National Press Building, 

Washington, D. C. 


